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Court of Appeals of the District of Columbia 

I 


No. 5995. 

George H. Wigton, Appellant, j 

vs. | 

Thomas E. Robertson, U. S. Commissioner of Patents. 
a Supreme Court of the District of Colufmbia. 

r 

At Law. 

No. 81312. j 

George H. Wigton, Petitioner, 

vs. j 

Hon. Thomas E. Robertson, U. S. Commissioner of Patents, 

Respondent. 

i 

United States of America, j 

District of Columbia , ss: | 

Be it remembered, That in the Supreme Court of the 
District of Columbia, at the City of Washington, in said 
District, at the times hereinafter mentioned, th<p following 
papers were filed and proceedings had in the abdve-entitled 
cause, to wit: I 

i 

1 Filed May 25,1932. J 

In the Supreme Court of the District of Columbia. 

At Law. 


No. 81312. 

George H. Wigton, Petitioner, ! 

vs. I 

Hon. Thos. E. Robertson, U. S. Commissioner of Patents. 

Amended Petition for Writ of Mandamu$. 

i 

To the Judges of the Supreme Court of the district of 
Columbia: j 

Your petitioner George H. Wigton, a citizen of tpe United 
States and a resident of Eureka, Utah, respectfully states: 


1—5995a 
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GEORGE H. WIGTON VS. 


1. Petitioner is patentee and sole owner of two United 
States patents Nos. 1,783,206 and 1,783,207 dated December 
2, 1930, and is the first, original, and sole inventor of the 
subject matters of each and all of the claims thereof. 

2. The Commissioner of Patents on April 3, 1931 de¬ 
clared an interference No. 61,414 between petitioner’s said 
patents and an application of Derby and Cunningham No. 
518,019 filed February 24, 1931 which interference is still 
pending. Derby and Cunningham had filed an earlier ap¬ 
plication and they claimed that the later case, altho filed 
after issuance of the two Wigton patents, was entitled to 

the benefits of the earlier case. 

2 3. In said interference the Examiner of Interfer¬ 

ences on May 21, 1931 gave notice that judgment on 
the record would be rendered against Wigton because of the 
earlier Derby and Cunningham application unless the latter 
should within forty-five days show good and sufficient cause 
whv such action should not be taken. Petitioner did not 
show cause within the time set not knowing of anv cause at 
that time altho he had made diligent study of the cases, 
but immediately upon discovering due cause some months 
later, and before judgment was entered, petitioner filed on 
March 15, 1932 a motion to shift the burden of proof and 
has submitted two affidavits bv his attornev Henrv H. Snell- 

w • • 

ing showing why such a motion was not earlier presented. 
Petitioner had previously filed a petition to remand dated 
January 23, 1932, which was denied by the Acting Commis¬ 
sioner on February 13, 1932. 

4. Rule 122 of the Rules of Practice in the United States 
Patent Office, revised February 1, 1931 and now in force, 
reads as follows: 

122. Motions to dissolve an interference (1) alleging that 
there has been such informalitv in declaring the same as 
will preclude the proper determination of the question of 
priority of invention, or (2) denying the patentability of 
an applicant’s claim, or (3) denying his right to make the 
claim, or (4) if the interference involves a design patent or 
an application, alleging that statement on the grounds 
relied upon and should, if possible, be made within the time 
fixed bv the examiner of interferences, not less than thirtv 
days, after the statements of the parties have been received 
and approved. Such motions and all motions of a similar 
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j 

character, if in the opinion of the examiner oi\ interferences 
they be in proper form, will be heard and 4etermined by 
him, due notice of the day of hearing being, given by the 
office to all parties. If in the opinion of th^ examiner of 
interferences the motion be not in proper foijm, or if it be 
not brought within the time specified and n<j) satisfactory 
reason be given for the delay, it will not be considered and 
the parties will be so notified. 

3 Motions to shift the burden of proof should be 
made before, and will be determined by the examiner 

of interferences. No appeal from the decision on such 
motions will be entertained, but the matter mai be reviewed 
on appeal from the final decision upon the! question of 
priority of invention. | 

5. The Examiner of Interferences on April 2, 1932 ruled 
“the party Wigton is not bound by the time lipmits of Rule 
122, paragraph one, so that he would have tj> excuse the 
delay” in bringing motion to shift the burden of proof 
and therefore did not pass upon the sufficiency of the 
verified showing explaining the delay in presenting the 
motion, and did set the motion for hearing. 

6. The Acting Commissioner of Patents, notwithstanding 
the provisions of above quoted Rule 122, did Entertain an 
appeal (under guise of supervisory authority) from the 
decision of the Examiner of Interferences on ^ucli motion 
and held on rehearing May 2, 1932, “The showing of delay 
is therefore deemed insufficientconfirming hlis own pre¬ 
vious decision of April 19, 1932 which vacated the decision 
of the Examiner of Interferences of April 2, 19^2 and held 
that a verified showing was required, reversing previous 
practice which the Examiner of Interferences had followed. 

7. The Examiner of Interferences on May 9,| 1932 ruled 
“In view of the decision of the First Assistant Commis¬ 
sioner dated April 19, 1932, the order setting a hearing on 
part of the motion to shift the burden of proof bjy the party 
Wigton is vacated, the motion to amplify the o^der is dis¬ 
missed, and the judgment entered March 19, 19p2, is rein¬ 
stated with a limit of appeal to expire within twenty days, 
ending May 29, 1932.’ ’ The Examiner of Interferences has 

never expressed in any way his own judgment of the 

4 sufficiency of either or both of the supporting affi¬ 
davits as is required when considering a llate motion 

requiring a verified showing. I 
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/he Commissioner by his supervisory authority deci¬ 
sion df April 19, 1932 changed existing practice and ruled 
that a motion to shift the burden of proof, when submitted 
after the expiration of a time limit, should be accompanied 
by a showing explaining the delay, this verified showing 
never before having been required. Your petitioner there¬ 
upon, on May 16, 1932, petitioned the Commissioner of 
Patents to direct the Examiner of Interferences “to comply 
with Rule 122 as now interpreted, and decide whether or 
not ‘in the opinion of the Examiner of Interferences’ the 
two affidavits by Mr. Snelling sworn to on January 23, 1932 
and April 23, 1932 show a satisfactory reason for the delay 
in bringing the motion to shift the burden of proof.” 

9. The First Assistant Commissioner as Acting Commis¬ 
sioner on Mav 20,1932 refused to so instruct the Examiner 

V 7 

of Interferences altho there is a clear ministerial duty of 
the Examiner of Interferences to pass upon the sufficiency 
of the showing for the delay in presenting a motion under 
Rule 122 which requires such a showing and this officer may 
not delegate that duty to an officer of higher rank, par¬ 
ticularly to an Assistant Commissioner, nor may the latter 
officer take this duty upon himself since appeal from the 
decision of the Examiner of Interferences lies to the Board 
of Appeals, the ranking member of which is an Assistant 
Commissioner. 

10. By virtue of the usurpation of the duty of the Ex¬ 
aminer of Interferences by the Commissioner and the re¬ 
fusal of the latter to direct the former to use his own 

5 discretion as required by the Rules, petitioner is left 
without other remedy than mandamus, for the Board 
of Appeals may not and will not review the decision of the 
Commissioner when colorably acting under his supervisory 
authority, nor decide whether or not the Commissioner had 
power under supervisory authority to change existing prac¬ 
tice, consequently the Court of Customs and Patent Ap¬ 
peals may not grant petitioner the relief to which he is 
entitled, for the appeal to that court lies from the decision 
of the Board of Appeals, never from the decision of the 
Commissioner in interference matters. Consequently the 
Board, under these circumstances can render no decision 
which will be appealable to the appellate court. If the 
burden of proof is shifted Wigton can prove by convincing 
testimony of experts that Derby and Cunningham did not 
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have the invention covered by the interference until after 
they had read the Wigton patents. | 

11. Wherefore your petitioner, George H. \^igton, prays 
for a writ of mandamus to issue out of this Honorable 
Court, directed to the Honorable Thomas E'l. Robertson, 
Commissioner of Patents, to compel said Commissioner to 
order the cancellation of so much of the decision of the 
Acting Commissioner (Kinnan) of February 13, 1932 as 
passes upon the question of the sufficiency of the affidavit 
explaining the delay; to order the cancellation of the deci¬ 
sions of the First Assistant Commissioner (Kinnan) of 
April 19, 1932 and May 3, 1932; to set for hearing by the 
Examiner of Interferences the motion to shift the burden of 
proof, filed March 15, 1932; and to instruct Honorable I. P. 
Disney, Examiner of Interferences, to decide | whether or 
not in the opinion of the latter the two affidavits exe- 

6 cuted by Henry H. Snelling on January i23, 1932 and 
April 23, 1932 would form satisfactory reason for 

the delay in presenting the motion to shift, had there been 
no decision bv the Acting Commissioner on thijs subject. 

GEORGE H. WIGTON, | 

By HENRY H. SNELLINq, 

IHs Attorney, 

908 G St. N. W., Washington, D. C. 

. 

7 District of Columbia, 

City of Washington, ss: 

I, Henry H. Snelling, hereby make oath in due form of 
law that I am attorney for petitioner George fi. Wigton; 
I am acquainted with the facts alleged in the foregoing peti- 
tion; and the same are true to the best of mv knowledge, 
information and belief. 

HENRY H. SNELLING. 

Subscribed and sworn to before me this 24th qay of May, 
1932. 

[seal.] REGINA H. CLANCY, 

Notary Public. 
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9. He denies that paragraph 9 states the point in issue 
which is “a motion to shift the burden of proof” as set out 
in the second paragraph of Rule 122. He denies that it is 
a clear ministerial duty of the examiner of interferences to 
pass upon the sufficiency of the showing for the delay in 
presenting a motion to shift the burden of proof. 

10. He denies that the Commissioner usurped the duty of 
the examiner of interferences. He denies each and every 
allegation in paragraph 10 that the Commissioner took im¬ 
proper action not consistent with the rules in exist- 

11 ing practice. He denies the allegation that the 
Board of Appeals can render no decision which will 

be appealable to the appellate court. Respondent has no 
information as to the proofs that petitioner may have, how¬ 
ever, if petitioner has any proofs they should have been 
brought forward during the motion period or at least prior 
to the expiration of the time given Wigton within which to 
show cause why judgment should not be rendered against 
him. 

11. Further answering, respondent denies that petitioner 
has been denied any rights to which he is entitled under the 
rules as more fully appears from the decision of the First 
Assistant Commissioner rendered April 19, 1932 in which 
the proceedings are reviewed. A copy of that decision will 
be presented at the hearing. 

And now, having fully answered the petition, respondent 
prays that the rule to show cause against him be discharged 
and the petition be dismissed with all costs of the proceed¬ 
ings against the petitioner. 

THOMAS E. ROBERTSON, 
i Commissioner of Patents, Respondent. 

T. A. HOSTLER, 

Solicitor of the U. S. Patent Office, 

Attorney for Petitioner. 

9 

12 District of Columbia, 

City of Washington, ss: 

I, Thomas E. Robertson, Commissioner of Patents, de¬ 
pose and say that I have read the above answer by me sub¬ 
scribed and know the contents thereof, and that the state¬ 
ments of facts therein made as upon personal knowledge 
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I 

are true, and those made upon information and belief I 
believe to be true. 

THOMAS E. ROBERTSON, 

Commissioner 6\f Patents . 

I 

Subscribed and sworn to before me this 2nd day of June, 
1932. i 

[notarial seal.] ALBERT W. KAISER, 

Notary Public , D. C. 

My commission expires Apr. 6, 1933. 

i ! 

13 Filed June 15, 1932. 

In the Supreme Court of the District of Columbia. 

I 

At Law. 

i 

No. 81312. j 

I 

George H. Wigton, Petitioner, ! 


Thomas E. Robertson, Commissioner of Patents, 

Respondent. 

Henry H. Snelling, 908 G Street N. W., for Petitioner. 

Replication. 


To the Honorable the Judges of the Supreme Court of the 

District of Columbia: 

i 

George H. Wigton, Petitioner herein, replying to the an¬ 
swer of the Respondent Thomas E. Robertson, filed herein, 
says that: 

1. In Paragraph 3 of the Answer Respondent alleges he 
“has no information as to the excuse offered byj the Peti¬ 
tioner”. Respondent has such information in the affidavits 
in the interference file. 

2. The decision of the Examiner of Interferences ren¬ 
dered March 19, 1932 was not in response to Petitioner’s 

motion as set forth in Paragraph 3 of the Answer 
14 but was rendered, not in his own judgment, tut under 
compelling instruction from the Commissioner, the 

2—5995 a 
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Examiner of Interferences definitely stating “if the excuse 
for failure to move to dissolve within the motion period is 
insufficient as held by the Acting Commissioner, * * 

3. Paragraph 4 of the Answer was correct until the time 
of the decision by the Commissioner complained of here 
and also appealed from. Under the decision of the Commis¬ 
sioner in this particular interference, and rendered under 
supervisory authority, the first paragraph of Rule 122 is 
made to include the second paragraph which never has been 
the case previously and should not be the case now. 

4. Answering the last sentence of Paragraph 6 of the 
Answer, Petitioner will present at the hearing a full copy 
of the decision establishing previous practice, this being 
the Carroll v. Gubelmann decision rendered in Interference 
No. 43,603 handed down May 10, 1923 by the Examiner of 
Interferences and later approved by the Commissioner. 

5. No suggestion was made in the Petition that a motion 
to remand requires any opinion by the Examiner of Inter¬ 
ferences. Neither does it require any opinion or obiter by 
the Commissioner on any other question than the simple 
question presented in a motion to remand, namely, shall 
the question be decided by the Examiner of Interferences 
at this time or shall the question await decision by the 
Examiner of Interferences until such time as the interfer¬ 
ence again comes before the Examiner of Interferences in 

due course? 

15 6. Replying to paragraph 9 of the Answer no sug¬ 

gestion is made in the original Petition that a mo¬ 
tion to shift the burden of proof requires a verified showing. 
Such a motion never did require a verified showing until 
the decision of the Commissioner in this particular inter¬ 
ference which decision is complained of here. Paragraph 
9 of the Petition sets forth the issue clearly, namely, that 
there is a clear ministerial duty of the Examiner of Inter¬ 
ferences to pass upon the sufficiency of the showing for the 
delay in presenting any motion under Rule 122 which re¬ 
quires such a showing and the Commissioner did rule in 
this case that a motion to shift the burden of proof does 
require a certified showing. It is not alleged that the Com¬ 
missioner was Correct in this holding but the entire case 
has turned on this single issue. 

7. Replying to Paragraph 10 of the Answer, Respondent 
has full information as to the proofs that Petitioner has 
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and such proofs are already in the record ai^d will be re¬ 
ferred to at the hearing. 

8. Petitioner will produce a copy of the decision of the. 
Examiner of Interferences dated April 2, 1932 at the hear¬ 
ing. 

Wherefore plaintiff pravs as in his Petition. 

GEORGE H. WIGTON, 

By H. H. SNELLING, | 

His Attorney, 

908 G Street N. W., Washington, D. C . 

i 

District of Columbia, 

City of Washington, ss: ! 

I 

I, Henry H. Snelling, hereby make ioath in due 
16 form of law that I am attorney for Petitioner, George 
H. Wigton, I am acquainted with the ffacts alleged 
in the foregoing replication; and the same ar^ true to the 
best of mv knowledge, information and belief. 

HENRY H. SPELLING. 

Subscribed and sworn to before me this :L4th day of 
June 1932. 

[seal.] REGINA H. CLANCY, 

Notary Public. 


17 Wigton Exhibit “A”. 

Filed June 21, 1932 

Department of Commerce 

United States Patent Office, Washington. 

(Copy) IPD:ah. 

Please find below a communication from thO Examiner 
of Interferences in this case. 

THOMAS E. ROBERTSON, 

Commissioner of Patents. 

i 

HENRY H. SNELLING, | 

602 McGill Bldg., 

Washington, D. C. 
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Interference No. 61414. 

Wigton 

v. 

Derby and Cunningham. 

Mailed Apr. 2, 1932. 

The party Wigton moves that the Examiner of Interfer¬ 
ences reconsider his decision and vacate the judgment en¬ 
tered March 19, 1932, and set for hearing Wigton’s motion 
to shift the burden of proof. 

So far as the motion to shift urges for consideration any 
matter that could have been presented by motion to dis¬ 
solve, Wigton is not entitled to a hearing in view of the 
decision of the Acting Commissioner dated February 13, 
1932. The motion to dissolve did not merely question 
Derby’s and Cuhningham’s rights to make the counts in 
the case directly involved in the interference but discussed 
the earlier case as shown by the following excerpts: 

“In answer to the rule, the party Wigton moves that 
the interference be dissolved or that priority be awarded to 
him in spite of his date of conception being later than Derby 
and Cunningham’s filing date, for tlie reason that, while 
Wigton can properly make each and every one of the claims, 
it is not possible for Derby and Cunningham to make any 
of the counts of the interference. This was shown clearly 
at the hearing before the Board of Appeals held yesterday. 
Derby and Cunningham are naturally limited to the dis¬ 
closure of their earlier case as they must rely upon this 
application, Ser. No. 96,061, in order to be prior to Wigton 
and it is shown that it is impossible by the process 
18 disclosed in this earlier application to float any por¬ 
tion of the oxide ore. 

In the entire original application of Derby and Cunning¬ 
ham Ser. No. 96,061 there are only two references to non- 
sulfid ores, one of these occurring in line 3 of page 1 (“Or 
other metalliferous materials”) and on page 8 at line 6 
(“Sulfid ore slime * * * containing some oxides”). The 
first reference is obviously so broad as to include any min¬ 
eral containing any metal, for example, sodium silicate. 

The invention of the earlier Derby and Cunningham ap- 
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[ 

plication, being absolutely inoperative to float free oxide, 
is very much narrower than each and every one of the seven 

counts. * * * ” 

. 

| 

The Acting Commissioner also referred to the earlier 
case as follows: 

“It is not apparent whether Wigton argues that, if the 
counts are not supported by the earlier application they are 
also not supported by the later application, or merely is 
arguing that, if they are not supported by the Earlier appli¬ 
cations, Wigton’s own patents are a bar to the grant of the 
patent to Derby and Cunningham on their latter applica¬ 
tion.’ J | 

I 

It seems clear that no question raised by Wigton’s mo¬ 
tion to dissolve or statement in answer to r^ile to show 
cause, paper 22, could be properly heard at tjbis time by 
changing the title of the motion. 

If the motion to shift offers any new grounjd as to the 
earlier Derby and Cunningham case, directly related to the 
question of priority, and does not restate in ditjferent form 
the grounds in the motion to dissolve, the pa^ty Wigton 
is not bound by the time limits of Rule 122^ paragraph 
19 one, so that he would have to excuse the delay. 

Ordinarily motions to shift may be heard and de¬ 
termined after decision on motions to dissolve but before 
the taking of testimony. 

The party Wigton appears to rely upon the Question of 
new matter in the parent case of Derby and Cunningham as 
stated in paragraph one, page 5, of the motioA to recon¬ 
sider, a question not presented in his motion tf> dissolve. 
He is apparently entitled to a hearing upon thi|s question, 
and the judgment entered March 19, 1932, is vacated, and 
the limit of appeal withdrawn. A hearing |s set for 
Wednesday, April 13,1932, at 10 a. m. ] 

The motion is granted to the extent indicated. 

I. P. DISNpY, 

Examiner of Interferences, Ro(\m 3714. 
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20 Wigton Exhibit “B.” 

(Copy.) 

Filed June 21,1932. 

Department of Interior, United States Patent Office, Wash¬ 
ington, D. C. 

May 10, 1923. 

Before the Examiner of Interferences. 

Room 261. 

In re Interference No. 43603. 

Carroll 


v. 

Gubelmann. 

This Interference is now before me on a motion brought 
by the party Gubelmann to dismiss motions to shift the 
burden of proof brought by the junior party. 

On February 2, 1920, the junior party was put under an 
order to show cause why judgment on the record should 
not be rendered against him. By stipulation the time for 
response to this order was successively extended and finally 
expired on December 2, 1920. Prior to the expiration of 
the time, the junior party brought a motion to dissolve. 
On January 24, 1921, the junior party brought the first of 
his motions to shift the burden of proof. The hearing on 
his motion to shift was deferred until after final determi¬ 
nation of his motion to dissolve. This latter motion has 
recently been decided by the Law Examiner. On April 2, 
1923, the junior party filed his supplemental motion to shift 
the burden of proof. Both motions to shift were on April 
9,1923, set for hearing on May 14,1923. On April 30,1923, 
Gubelmann brought the motion now up for consideration. 

The hearing on it was held on May 7, 1923. It will 
21 be noticed that the junior party’s first motion to shift 
was brought a month and twenty-two days after the 
final limit set for response to the order to show cause; and 
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i 

that his supplemental motion to shift was brooght over two 
years after such limit. 

It was argued on behalf of the moving party that motions 
to shift the burden of proof are provided for] in Rule 122 
and are therefore subject to the time limit, j thirty days, 
therein provided. It was, however, admitted at the hear¬ 
ing that it is proper to bring a motion to shift as soon as 
ground for it has been discovered, at any time prior to the 
taking of testimony. It was, however, urged that where the 
motion was based solely on the record, as hero, it must be 
brought within the time limit set for the other motions 
specified in Rule 122. Only two decided ca^es were re¬ 
ferred to in support of the position that motions to shift 
come under the same time limits as that given in Rule 122 
for the other motions therein specified. Such decided cases 
came prior to 1905. In the argument for Gubelmann cog¬ 
nizance was taken of the fact that Rule 122 wa$ changed in 
1905 by adding thereto the last paragraph of thp rule which 
relates to motions to shift. Prior to 1905, the primary ex¬ 
aminer determined such motions. Since thep they have 
been passed upon by the examiner of interferences. Not¬ 
withstanding such change in practice, it is urgOd on behalf 
of Gubelmann that the time limit of Rule 122 which was 
recognized by the decisions prior to 1905 as governing mo¬ 
tions to shift applies in a case such as this. In further sup¬ 
port of his motion, Gubelmann in his brief cites a long list 
of cases which had to deal with motions other than to shift 
brought after the time specified in the Rules of Prac¬ 
tice. j 

22 For the junior party it is urged that motions to 
shift are no longer, since the change of practice in¬ 
stituted in 1905 and the change in Rule 122 ati that time, 
subject to the time limit set in Rule 122 for thej other mo¬ 
tions therein specified; and that, therefore, the piotions to 
shift brought by the junior party were properly brought. 

The cases cited by Gubelmann which relate to motions 
other than motions to shift are clearly not controlling here. 
His main reliance is Harvey v. Lubbers v. Raspillaire (112 
O. G., 1215; 1904 C. D., 411). As already not<^d, at that 
time motions to shift, as well as motions to dissolve, were 
transmitted to and determined by the primaryl examiner 
and it was important that they should all be brought and 
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determined at the same time. The decision of the Com¬ 
missioner in Raulet and Nicholson v. Adams (114 0. G., 
1827; 1905 C. D., 55) changed this practice and provided 
for the hearing and determination of motions to shift the 
burden of proof by the examiner of interferences. At the 
same time Rule 122 was changed by inserting as a separate 
paragraph the present last paragraph relating to motions 
to shift (See Edition of the Rules Revised, February 28, 
1905). This paragraph specifies no time within which 
such motions should be brought. Its subject matter was 
not incorporated into paragraph 1 of the rule wherein the 
time limit for the motions therein specified is stated. From 
this fact it is fairly to be inferred it was not meant to have 
such time limit apply to motions to shift the burden of 
proof. It is further believed to be a fair inference from 
the language of the added paragraph itself that the entire 
procedure relating to motions to shift was intended to be 
placed in the hands of the examiner of interferences, 
23 thus involving his discretion in matters of procedure 
relating to such motions. The mere fact that the 
paragraph relating to motions to shift was added to Rule 
122 does not make any part of the first paragraph of such 
rule apply to the added paragraph. The rule prior to 1905 
made no mention of motions to shift the burden of proof. 
When it was decided to amend the Rules so as to accord 
with the new practice laid down in Roulet and Nicholson v. 
Adams, supra , the amendment had to be made by way of an 
addition to some already existing rule or by way of an ad¬ 
ditional rule. The former way was adopted. Naturally, 
the addition was made to a rule which dealt with motions. 
That it was added to Rule 122, however, does not neces¬ 
sarily indicate it was intended to have the additional mat¬ 
ter controlled, or modified in any way by the rest of the 
rule. As motions to shift were by the changed practice 
placed wholly under the jurisdiction of the examiner of 
interferences, it is believed the fact that an additional para¬ 
graph covering such change of practice was added to Rule 
122 without specifically making paragraph 1 of such rule 
applicable as far as possible to the added paragraph, 
strongly indicates it was not intended to have any part of 
the rest of the rule apply to the added paragraph. This 
undoubtedly is the interpretation placed upon the last para- 
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graph of Rule 122 by the examiners of interference since it 
has long been the practice to entertain motions to shift the 
burden of proof without requiring a showing in excuse of 
the delay where the motion is filed prior to ^he taking of 
testimony. The motions to shift brought b^ the junior 
party in this interference were therefore brpught in ac¬ 
cordance with long established practice. Moreover, the 
party Gubelmann has not intimated in ^ny way how 

24 his present status would have been different had the 
junior party’s motions to shift been brought on or 

before December 2,1920, rather than on the dat^s when they 
were brought. In either event, the motions to shift would 
not, according to established practice, have beeh considered 
until after the motion to dissolve had been disposed of. It 
is believed to be evident that the party, Gubeljnann, seeks 
to avoid the issue raised by the junior partymotions to 
shift by a technicality of procedure. The procedure he 
contends for, however, is, as above noted, contrary to long 
established practice, which, it is believed, shofild not now 
be changed merely on the basis of procedure wliich obtains 
with motions of a different kind. Especially should it not 
be changed in such a case as this where the junior party’s 
motions to shift were brought in accordance with long es¬ 
tablished practice. It is therefore held that the motions 
to shift brought by the junior party were brought in time. 
It follows that the senior party’s motion to dismiss the 
motions to shift brought by the junior party will, be denied. 
It is, accordingly, denied. 

At the hearing on the senior party’s motion |:o dismiss, 
he brought a motion to stay proceedings pendihg the final 
determination of his motion to dismiss. As there is no ap¬ 
peal from the decision hereinabove rendered on jiis motion 
to dismiss, no stay of proceedings is necessaryj Accord¬ 
ingly, his motion to stay proceedings is dismissed. 

At the hearing on the senior party’s motion tlo dismiss, 
the junior party’s motion for leave to take testimony which 
is set for hearing on May 9,1923, and also the junior party’s 
motions to shift which are set for hearing on Ma^ 14, 1923, 
were discussed by the parties with a view f;o setting 

25 different times for the hearings on such motions. It 
was agreed that the junior party’s motion for leave 

to take testimony should be reset for hearing on Saturday, 

3—5995a 
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May 19, 1923, and that the junior party’s motions to shift 
should be put over pending the outcome of his motion for 
leave to take testimony. That will therefore be done. 

Gubelmann’s motion to dismiss the junior party’s mo¬ 
tions to shift is denied. 

Gubelmann’s motion to stay proceedings pending the final 
determination of his motion to dismiss, is dismissed. 

The hearing on the junior party’s motion for leave to 
take testimony is reset for Saturday, May 19, 1923. 

The hearing on the junior party’s motions to shift is 
put over until after the junior party’s motion for leave to 
take testimonv is determined. 

(Signed) 1 W. S. RUCKMAN, 

Examiner of Interferences. 

The above was affirmed by the Commissioner in Carroll 
v. Gubelmann, Interference No. 43,603, MSS. Vol. 143, p. 
361. 

The Commissioner there said: 

“The limit of time mentioned in the decision of Roulet 
and Nicholson v. Adams C. D. 1905, p. 55, was not incor¬ 
porated in the amendment to Rule 122 concerning motions 
to shift, and the omission was evidently intentional. Rule 
122 does not definitelv set anv time limit for filing a motion 
to shift. A motion to shift is not related to a motion to 
dissolve and in logical order follows after a motion to dis¬ 
solve, since if a motion to dissolve is granted the occasion 
for a motion to shift ceases to exist. The argument that 
because a section relating to motions to shift is tacked on 
to Rule 122, the motion to shift carries the same time limit 
as a motion to dissolve is not convincing”. (Italics ours.) 

26 Opinion by Justice Wheat. 

Filed July 1, 1932. 

I do not think the Court has power to direct the Commis¬ 
sioner of Patents to take the action sought by this petition. 
It seems to me to be a matter within the jurisdiction of the 
Commissioner to decide without interference by the Courts. 
The rule is discharged and the petition dismissed with 
costs. 

July 1, 1932. 


A. A. W., C. J . 
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Supreme Court of the District of Columbia. 

T 

Friday, July 1,1932. 

i 

Session resumed pursuant to 
Justice presiding. 

At Law. 

i 

No. 81312. j 

l 

George H. Wigton, Petitioner, 

i 

vs. i 

I 

Hon. Thos. E. Robertson, U. S. Commissioned of Patents. 

j 

This cause came on heretofore, for hearing, hpon the pe¬ 
tition filed, the rule to show cause issued thereof, the answer 
of respondent filed and all other proceedings! herein, and 
after argument thereon bv attorneys of record for the re- 
spective parties was submitted to the Court. 

Wherefore it is ordered that the said fule to show 
27 cause be, and the same is hereby discharged and the 
petition dismissed and that the respondent recover 
of the petitioner herein his costs of defense fo be taxed 
by the clerk and have execution thereof. 

Friday, July 15, 1932. 

Session resumed pursuant to adjournment, Hon. F. D. 

Letts, Justice, presiding. 

. 

* # # * » * * 

i 

At Law. 

| 

No. 81312. | 

i 

George H. Wigton, Petitioner, 

vs. j 

i 

Hon. Thos. E. Robertson, U. S. Commissioner (j>f Patents, 

Respondent. j 

i 

Upon consideration of the motion of the petitioner filed 
herein that he be allowed an appeal it is ordered that said 


adjournment Hon. Chief 
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motion be, and the same is hereby granted. Whereupon, 
Comes now the petitioner by his attorney of record, in 
open court, and notes an appeal to the Court of Appeals of 
this District from the judgment entered herein on July 1, 
1932; whereupon, an undertaking to act as a cost bond is 
hereby fixed in the sum of One Hundred Dollars ($100.00) 
with leave to deposit Fifty Dollars ($50.00) cash with the 
clerk in lieu thereof. 


Memorandum. 

July 15, 1932.—$50 deposited by Plff. in lieu of appeal 
bond. 

28 Filed July 15, 1932. 

In the Supreme Court of the District of Columbia. 

At Law. 

No. 81312. 

George H. Wigton 
vs. 

Thomas E. Robertson, Commissioner of Patents. 

Assignment of Errors. 

Now comes George H. Wigton, petitioner in the above en¬ 
titled case, and assigns errors as follows: 

1. The Court erred in not granting the petition for writ 
of mandamus. 

2. The Court erred in dismissing the petition. 

3. The Court erred in holding that it did not have power 
to direct the Commissioner of Patents to take the action 
sought by the petition. 

4. The Court erred in holding that the matter involved 
is within the jurisdiction of the Commission to decide with¬ 
out interference by the Courts. 

5. The Court erred in not holding that the supervisory 
power of the Commissioner of Patents in interference mat¬ 
ters requiring discretion was stripped from him by the 
Act of March 2, 1 1927, and he therefore had no authority 
to reverse a holding of a duly authorized officer, such power 
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residing solely in a Board of at least three members of 
which the Commissioner may be one. 

6. The Court erred in permitting the Commissioner in 
1932 to act under Patent Office rules 122 andj 136 as they 
existed before 1927 in spite of the radical revision of 
29 rule 122 and the cancellation of rule 136 in that year. 

7. The Court erred in permitting one individual 
member of a Board established by Congress to $ct precisely 
as if he were the entire Board, the statute Requiring at 
least three members to hear each appeal. 

Wherefore petitioner in said cause prays thjat the judg¬ 
ment be reversed and the Supreme Court of th<^ District of 
Columbia be directed to issue the writ of mindamus as 
prayed for. 

GEORGE H. WIGjrON, 

By H. H. SNELLING, j 
His Attorney, 908 G Street N. W. 
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Filed July 15, 1932. 


In the Supreme Court of the District of Columbia. 

At Law. 

No. 81312. 

George H. Wigton, 1 

j 

vs. 

Thomas E. Robertson, Commissioner of Parents. 

Motion for Rehearing. i 

I 

I 

Now comes George H. Wigton, by Henry H. Spelling, his 
attorney, and moves for a rehearing, particularly on the 
questions of jurisdiction of the Court and of the super¬ 
visory and judicial powers of the Commissioner <f>f Patents 
as severely limited by the Act of March 2, 1927. J 

The First Question. 

That this Court has ample jurisdiction to grant manda¬ 
mus to compel the Commissioner of Patents to take any 
action that he is required by law to take is beyond question 
as is evident from the U. S. Supreme Court decisibns in the 
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Stinemetz and Frasch cases both in 1904,192 U. S. 543 and 
192 U. S. 566, respectively. 

In the Stinemetz case, as here, the contention of the 
Commissioner of Patents was “that respondent has acted, 
and, having acted, cannot be required to refer the case to 
a lower tribunal in his office. To sustain the contention 
Commissioner bf Patents vs. Whitely (4 Wall., 522) is 
cited.” The U. S. Supreme Court nevertheless 

31 reversed the judgment of the Court of Appeals, 
which had sustained the Supreme Court of the Dis¬ 
trict of Columbia, and directed that it reverse the Supreme 
Court and direct it to grant the writ of mandamus as 
prayed for. 

The Frasch case following closely after the Stinemetz 

decision is merely cumulative and held that mandamus to 

the Commissioner of Patents and not appeal to the Court 

of Appeals was the proper remedy where the Commissioner 

refused to require a subordinate officer to hear a case upon 

the merits. In both of these instances the Commissioner 

had followed his own approved rules, whereas in the case 

here presented the Commissioner in 1932 acted under 

Patent Office rules which had been canceled five vears be- 

* 

fore. 

The Second Question. 

A far more difficult question is that presented clearly 
in Chief Justice Wheat’s decision in the present case—“It 
seems to be at matter within the jurisdiction of the Commis¬ 
sioner to decide without interference bv the Courts.” Such 
a comment was doubtless correct up to March 2, 1927 but 
at that time our Congress in its wisdom saw fit to divest 
the Commissioner of Patents of substantiallv every vestige 
of the patent judicial authority which he formerly had and 
to substitute for his judgment in practically every matter 
connected with patents the judgment of a newly created 
tribunal of thirteen members established by the Act of that 
date, March 2, 1927, Chapter 273, 44 Stat. 1336. 

32 This Act revolutionized the procedure within the 
Patent Office and stripped the Commissioner of 

Patents of supervisory power based upon his appellate 
jurisdiction, consequently no decision of any kind touching 
on the supervisory authority of the Commissioner in in¬ 
terference matters is in point if handed down prior to the 
date just mentioned, namely, March 2, 1927. 
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The powers of the various courts are naturally not les¬ 
sened and decisions prior to 1927 holding that g court has a 
right to direct the Commissioner of Patents to take certain 
steps are just as binding and in fact more sri today than 

when written because formerly the Commissioiier was final 

* 

arbiter in interferences. 

It might be well to trace very briefly the historical de¬ 
velopment of the power of the Commissioner of Patents. 
The Office was first established in 1836 and from time to 
lime various checks were placed on the power pf the Com¬ 
missioner. The Patent Act was radically revised in 1870 

m/ 

and at that time the decision of the Commissioner of Pat¬ 
ents was a final judgment in interferences and it remained 
so until the establishment of the Court of Appeals of the 
District of Columbia in 1893. j 

Unquestionably the Commissioner of Patent^ had enor¬ 
mous judicial powers from 1870 up to 1927, and under a 
long chain of decisions he had far reaching Supervisory 
power because naturally he had the final say within the 
Patent Office on substantially any question arid since he 
could reverse any holding made by a lower tribunal in the 
Patent Office he had a clear right to enter his own opinion 
initially if he so chose and he sometimes did exercise 
33 just that power which was never challenged because 
the result would be precisely the same |as if suc¬ 
cessive appeals had been taken as provided hf the then 
existing law; from the Examiner to the Examinets-in-Chief 
and from the Examiners-in-Chief to the Commissioner, the 
latter sitting alone and usually literally in person, altho 
he had one and later two assistant commissioners. 

The Act of March 2, 1927 as slightly amendec| on April 
11, 1930, R. S. 482, was rewritten so as to provide: 

“The Commissioner of Patents, the first assistant com¬ 
missioner, the (two) assistant commissioners,! and the 
(nine) examiners-in-chief shall constitute a board of ap¬ 
peals, whose duty it shall be * * * to review and determine 
upon the validity of adverse decisions of examiners * * * 
in interference cases.” ! 


This same Act specifically and definitely repelaled Sec¬ 
tion 4910 of the Revised Statutes (Patent Office ^ule 136) 
which gave an appeal to the Commissioner of Parents, the 
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reason for the repeal being that the entire patent judicial 
power of the Commissioner of Patents w T as by this Act 
taken from him and given to the Board, the Act requiring 
that at least three members shall hear each appeal. Except 
for the very first appeal under the 1927 Act in which the 
entire thirteen members sat, the custom has been that the 
Board shall consist of the minimum number, invariably 
apportioned one of the four commissioners and two of the 
nine examiners-in-chief. From a purely practical stand¬ 
point it would seem obvious that no single person, even tho 
he might be the Commissioner of Patents himself, has a 
right under such a law to usurp the function of the Board 
of Appeals since the Statute itself definitely requires 
34 that at least three members of that tribunal estab¬ 
lished by Congress to replace the Commissioner in 
judicial matters shall hear each appeal. 

Further the rules of the Patent Office have the force and 
effect of the Statutes unless they are contrary to the spirit 
of the Statutes. Until 1927, Ruie 122, which is the rule in¬ 
volved in this petition for mandamus, stated in definite 
language: 

“If in the opinion of the Commissioner the motion be 
not in proper form or if not be brought within the time 
specified and no satisfactory reason be given for the delay, 
it will not be considered and the parties will be so notified.” 
(Italics ours.) 

Immediately after the passage of the Statute the rule was 
revised and with the approval of the Secretary of Com¬ 
merce the rule was changed by substituting for the “Com¬ 
missioner” the “examiner of interferences,” the present 
rule stating: 

If in the opinion of the examiner of interferences , the 
motion be not in proper form, or if it be not brought within 
the time specified and no satisfactory reason be given for 
the delay, it will not be considered and the parties will be 
so notified. 

Motions to shift the burden of proof should be made be¬ 
fore, and will be determined by, the examiner of interfer¬ 
ences. No appeal from the decision on such motions will 
be entertained, but the matter may be reviewed on appeal 
from the final decision upon the question of priority of in¬ 
vention.” 
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If, as held by the Chief Justice, the passing upon the 
sufficiency of a verified showing is actually ‘ ‘ a knatter within 
the jurisdiction of the Commissioner to decic[e without in¬ 
terference by the courts’’ the result is that th^ present rule 
is ‘precisely the same as the old rule which old rule was 
amended because it had become obsolete under the new law. 
It should also be borne in mind that th^ thing which 

35 the Commissioner improperly did is ijiot a trifling 
act; it is an act which by a newlv-created technicality 

deprives an inventor of the right to have cl^ar and con¬ 
vincing testimony of experts heard and considered, which 
evidence he has put in the record as affidavits showing that 
he, and not the other claimant is the inventor qf the subject 
matter of the interference. This very day 'V^’igton is re¬ 
quired to show cause why the appeal to the Board of Ap¬ 
peals should not be dismissed without hearing, i 

Under the rules as they existed prior to 19^7 the ques¬ 
tion of the sufficiency of a verified showing tvas “in the 
opinion of the Commissioner”, altho obviously in those 
days the Commissioner rarely saw the case but the matter 
was turned over to the Examiner of Interferences who 
actually did use his own discretion, subject invariably how¬ 
ever, to the action of the Commissioner under supervisory 
authority or by direct or indirect appeal. Urider the old 
rules, while the opinion of the Examiner of Interferences 
was the opinion of the Commissioner, it could be altered by 
the latter at will. 

Under the new rules however, it is most vigorously as¬ 
serted that the opinion of the Commissioner! himself is 
merely the view of an individual member of the Board 
whereas the law requires that a full Board of at least three 
members shall decide such questions. The inventor is en¬ 
titled to the untrammeled opinion of the Examiner of In¬ 
terferences and he is also entitled to review this Question by 
an appeal from the latter’s decision cjn priority 

36 should it be unfavorable, such appeal lying not to the 
Commissioner as formerly, but now solely to the 

Board of Appeals which is a hearing before at least three 
individuals. 

No one commissioner has a right to usurp th^ authority 
of the three members provided by Act of Congress and it is 

4—5995a 
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therefore not only the right and privilege of the Supreme 
Court of the District of Columbia to interfere with the im¬ 
proper action of the first assistant commissioner in this 
case but it is earnestly urged that it is the duty of the Court 
to bar the Commissioner of Patents from acting exactlv as 
if the Act of March 2, 1927, had never been passed. 

Respectfully submitted, 

GEORGE H. WIGTON, 

By HENRY H. SNELLING, 

His Attorney , 908 G Street N. W. 

Copy furnished Commissioner of Patents July 12, 1932. 
37 Exhibit “C” 

(Copy.) 

Mailed Jul. 25, 1932. 

Filed June 21, 1932. 

Appeal No. 2966. MCV. 

In the United States Patent Office. 

Before the Board of Appeals. 

Law. #81312. 

. Wigton 


v. 

Derby and Cunningham. 

Patent Interference No. 61,414 between patents granted 
George H. Wigton, Dec. 2, 1930, Nos. 1,783,207 and 
1,783,206, on applications filed July 3, 1929 and June 21, 
1928, respectively, and the application of Ira H. Derby and 
Orin D. Cunningham filed Feb. 24, 1931, Serial No. 51*8,019. 
The examiner has stated that Derby et al. are entitled to 
the filing date of application Serial No. 96,061, filed March 
19, 1926. 

Messrs. Dodge and Sons for Derby et al. 

Mr. Henry H. Snelling for Wigton. 

The party Wigton has appealed from the decision of the 
Examiner of Interferences awarding priority of invention 
to Derby and Cunningham, the senior party. 
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Derby and Cunningham move that the appeal by Wigton 
be dismissed. 

It appears from the record that in declaring the inter¬ 
ference, the Primary Examiner stated that the party Derby 
and Cunningham are entitled to the filing d4te of an ap¬ 
plication Serial No. 96,061 filed March 19, 1926, as to the 
matter involved in all the counts and in virtue of this hold¬ 
ing, Derby and Cunningham were made the senior party in 
the interference. If application Serial No. 96J061 does not 
disclose the subject matter of the issues, Wigton would be 
the senior party and his patents Nos. 1^783,206 and 
1,783,207 would be valid references against Deifby and Cun¬ 
ningham and the issues would be unpatentable to 
them. 

38 The preliminary statement of Wigton failed to 
allege a date of conception of the matter in issue 
prior to the filing date of the Derby and Cunningham ap¬ 
plication Serial No. 96,061 and the Examiner of Interfer¬ 
ences thereupon issued against him an order td show cause 
why judgment should not be entered against i him on the 
record in accordance with Rule 114, within for(ty-five days 
from May 21, 1931, the motion period expiring July 7, 1931. 
No reference was made by Wigton to the order to show 
cause within the time set and no action was tdken by him 
thereon until January 23, 1932, when he moved| to dissolve 
the interference or award priority to him in $pite of the 
seniority of Derby and Cunningham on the record, for 
the reason that, as alleged by him, it is impossible under 
the process disclosed by them in their application Serial 
No. 96,061 to float any portion of the oxide ore] i. e. he al¬ 
leged that said process is inoperative to carry oiit the func¬ 
tions involved in the issues. j 

The Acting Commissioner denied the petitiojn to trans¬ 
mit the motion to dissolve to the Examiner of Interferences 
for consideration on account of the delay in filing it and 
denied a request for reconsideration. 

On March 15, 1932, Wigton filed paper No. 29j which was 
entitled a 4 ‘Response to Order to Show Cause” }n which he 
asked, 1. That the order to show cause issued M4y 21, 1931, 
be vacated and set aside; 2. That the burden olf proof be 
shifted so as to make Derby and Cunningham the junior 
party; 3. That times be set for the taking of testimony as 
to all counts of the issue and 4. That times be set! for taking 
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testimony to show imperativeness of the original Derby 
and Cunningham application Serial No. 96,061. He also 
filed affidavits in support of his contention of inoperative¬ 
ness. 

The Examiner of Interferences dismissed this mo- 

39 tion on the ground that it was filed too late and that 
his excuse for failure to move for dissolution within 

the motion period had been held insufficient by the Acting 
Commissioner and was equally insufficient to warrant the 
present response to the same order to show cause. He fur¬ 
ther rendered a judgment of priority in favor of Derby and 
Cunningham on the record. 

On a motion bv Wigton for reconsideration the Examiner 
of Interferences held that, so far as the motion to shift the 
burden of proof urges for consideration any matter that 
could have been presented by a motion to dissolve, Wigton 
is not entitled to a hearing in view of the decision of the 
Acting Commissioner dated February 13, 1932. He then 
stated that Wigton appears to be relying on an allegation of 
new matter in the parent case of Derby and Cunningham 
which question was not presented in his motion to dissolve 
and that he is entitled to a hearing on this question. He 
therefore vacated the judgment entered March 19, 1932, and 
set the question of new matter for hearing. 

Derby and Cunningham then petitioned the Commis¬ 
sioner to exercise his supervisory power and set aside the 
order of the Examiner of Interferences setting a hearing 
in the question of new matter and vacating the judgment of 
priority previously rendered against Wigton. 

On April 19,1932, paper No. 41, the First Assistant Com¬ 
missioner under his supervisory power carefully review the 
entire history of the case and vacated the decision of the 
Examiner of Interferences of April 2, 1932, and directed 
him to proceed further in accordance with this decision. 

On May 9, 1932, paper No. 45, the Examiner of Inter¬ 
ferences, in view of the decision of the First Assistant Com¬ 
missioner of April 19, 1932, vacated his order setting a 
hearing on the motion to shift the burden of proof and rein¬ 
stated the judgment against Wigton which was en- 

40 tered on March 19, 1932. 

From this action of the Examiner of Interferences 
Wigton has taken the present appeal to the Board of 
Appeals. 
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This is an appeal from a decision on priority! of invention 
and under Rule 122 Wigton would be entitled thereon to 
raise the question of error in any decision rendered by the 
Examiner of Interferences on a motion to shift the burden 
of proof but the Examiner of Interferences has! rendered no 
such decision. Wigton is attempting under this appeal to 
ask us to review the decisions of the Acting Commissioner 
and First Assistant Commissioner in denying | him a hear¬ 
ing by’ the Examiner of Interferences on his motions to dis¬ 
solve the interference and to shift the burden of proof both 
of which motions were made long after the time! fixed bv the 
Examiner of Interferences for response to Ijis order to 
show cause why judgment should not be entered against 
Wigton on the record. The judgment being on the record, 
the matter above referred to is the only question raised by 
the appeal and on this question he is not entitled to a hear¬ 
ing by this Board. • ! 

The questions raised relate solely to matters of pro¬ 
cedure over which the Board of Appeals has no jurisdiction 
as they are entirely under the control of the Commissioner 
under his supervisory authority' over the proceedings of the 
Examiner of Interferences. This seems to be recognized by 
the appellant himself as he stated in paragraph 10 of his 
petition to the Supreme Court of the District ot Columbia 
for a mandamus that “The Board of Appeals n^ay not and 
will not review the decision of the Commissioner when 
colorably acting under his supervisory authority\ 

The motion of Derby and Cunningham is granted 
41 and the appeal by Wigton is dismissed on the ground 
that it raises no question on which he is entitled to a 
hearing before this Board and we are therefore without 
jurisdiction. 

M. J. MOORE, 

Assistant Commissioner, 

FRANK C. SKINNER, 

Examiner-in-C^ief, 

P. P. PIERCE, 

Examiner-in- 

Board of Appeals. 



July 25, 1932. 
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(Copy.) 


Filed June 21,1932. 

In the United States Patent Office. 

Law. #81312. 

Interference No. 61414. 

George H. Wigton 
vs. 

Derby and Cunningham. 

Motion . 

Now comes the party Wigton and renews his motion to 
vacate the order of July 25, 1932 and to suspend all pro¬ 
ceedings pending final action on the petition for writ of 
mandamus. 

In the denial of reconsideration dated August 2, 1932 the 
Board states line 10, page 2 “In any case, it would he imma¬ 
terial whether we dismiss the present appeal or suspend 
action on it” and the Board sees no reason for suspending 
action, line 1, page 2. The reason however seems apparent 
to the writer—action should be suspended in order to pre¬ 
serve the status quo until the courts have ruled upon the 
matter. The Board’s decision starts time running against 
Wigton. 

It is stronglv felt that the citation of the Harvev vs. 
Lubbers vs. Raspillaire decision by the Board indicates 
that the full record in this interference is not familiar to the 
Board. This particular decision held that in 1903 under the 
rules as they then stood a motion to shift the burden of 
proof brought after a senior party had completed the tak¬ 
ing of his testimony should not be entertained except under 
exceptionally clear showing as to why it was not brought 
earlier, the holding stating “it would be unjust to 
43 Lubbers to require him to retake his testimony in 
chief”. The record of the present interference 
shows verv clearlv that this Harvev decision was the law 
until the rule was changed in 1905. In 1923 the precise 
point exactly in issue here was raised in Carroll vs. Gubel- 
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mann and in that case Gubelmann was relying mainly upon 
the Harvey decision. The full Carroll vs. Gubelmann deci¬ 
sion is in this interference record. The decision of the 
Examiner of Interferences in the Carroll case, which was 
affirmed by the Commissioner, definitely held (because of 
the amendment to Rule 122 in 1905) that Haryey vs. Lub¬ 
bers vs. Raspillaire is not controlling and that “the mere 
fact that the paragraph relating to motions to shift was 
added to Rule 122 does not make any part of tlie first para¬ 
graph of such rule apply to the added paragraph. ’’ 

The Board should note that this holding in! the Carroll 
case is almost identical with the holding of the fcxaminer of 
Interferences in the present case, which holding the Com¬ 
missioner reversed on “supervisory authority” appeal. In 

the Carroll case it was held “it is fairlv to bd inferred it 

* 

was not meant to have such time limit apply to motions to 
shift the burden of proof”. This is the law until the law is 
changed by competent authority. Consequently! Wigton, in 
spite of the last sentence on page 5 of the Board’s decision 
on reconsideration, did raise the questions, which the Board 
admits are pertinent to the question of priority, in strict 
accordance with the manner prescribed by the rules and the 
decisions. 

The Board, in holding that the acting Commissioner 
acted in strict accordance with Rule 114, has ignored the 
last sentence of Rule 114 and has also I seemed to 
44 forget that the portion of the Rule they iire relying 
upon carries the permissive word “may” hnd not the 
more powerful word “shall”. Rule 114 does saiy that any 
of the motions permitted by the rules may be brought within 
this period but the rule also in its last sentenc^ distinctly 
says motions brought after judgment on the Record has 
been rendered will not be entertained unless sufficient rea¬ 
sons appear for the delay. In the case here involved Wigton 
brought his motion prior to the entry of judgment on the 
record and was under no obligations whatsoever tlo give any 
reasons for the delay in presenting the motion to shift as 
definitely ruled in the Carroll decision in 1923. j 

A point is made by the Board that the Commissioner 
should have power to enforce Rules 114 and Rule 130. 
Neither has been violated here by Wigton. Rul|e 114 has 
been strictly complied with by him and Rule 130 has also 
been fully complied with. The latter rule says th^t a party 
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shall not be entitled to raise certain questions unless he has 
either prosecuted a motion or can show to the Board good 
reason why the motion was not prosecuted. In our case 
Wigton has shown the Board that the reason he did not 
prosecute his motion to shift was that the Commissioner in 
distinct and clear violation of Rule 122 accepted an appeal 
by Derby and Cunningham from the Examiner of Inter¬ 
ferences and in hearing that appeal reversed the Examiner 
of Interferences and denied Wigton permission to prose¬ 
cute his motion. This is more than a good reason; it is a 
perfect reason. 

The Board holds that the Commissioner acted in strict 
accordance with Rule 114. Nevertheless and notwithstand¬ 
ing the Commissioner clearly violated two separate provi¬ 
sions of Rule 122, first by granting an appeal altho it 
45 was called “supervisory authority’’, and second by 
usurping the duties of the Examiner of Interferences 
as lie might have done before 1927 but as he had no right to 
do in 1929 or after. The defense of the Commissioner 
sounds surprisingly like the classic defense of King Charles 
the First, charged with treason to his country, and de¬ 
fended on the ground that he was a good husband and kind 
father. 

Inasmuch as the Board admits clearly on page 5 that the 
points raised by Wigton are all pertinent to the question 
of priority, the decisions cited by the Board are not in point 
at all because Wigton has never challenged the fact that 
there is no absolute right of appeal where no pertinent 
ground is raised, this being the case in the several decisions 
cited but not being the case here. The present matter does 
not come within either Class 1 or Class 2 (top of page 3); 
it comes under new Class 3 where a definite decision of the 
proper tribunal is reversed not by the proper appellate 
tribunal but by a tribunal which has no such privilege under 
the rules. 

Rule 122 is perfectly clear on this point and whether Mr. 
Disney was right or wrong in setting the motion for hear¬ 
ing there was no direct appeal to the Board and certainly 
none to the Commissioner from that holding and it was 
clear error to grant the appeal particularly by a tribunal 
whose decisions can not be appealed from even tho clearly 
wrong. 
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I 

If the Board is correct in the present ease |t follows, as 
night the day, that the Commissioner under supervisory 
authority can render final judgment by reversing any de¬ 
cision of the Examiner of Interferences on priority; for 
example, after hearing the case on the merits t^le Examiner 
of Interferences awards priority to A, under supervisory 
authority the Commissioner reverses him and awards prior¬ 
ity to B. A’s appeal to the Board will lj)e dismissed 
46 because the Board has no power to reverlse the Com¬ 
missioner and the Court of Customs and] Patent Ap¬ 
peals will never entertain an appeal from the dismissal of 
an appeal. Consequently A, altho clearly entitled to ap¬ 
peal, has none, and has no power of redress. Under such 
a construction, the Act of March 2, 1927, instead! of restrict¬ 
ing the power of the Commissioner, has granted him un¬ 
limited powers he never before held. | 

In view of the record here it seems a bit unfair for the 
Board twice to question the activity of Wigton during the 
period in which to show cause. On page 4 the jBoard says 
Wigton 4 ‘paid no attention to it until more thanjsix months 
after * * On page 5 the Board states “the party 

Wigton entirely ignored the order to show cause”. Wig¬ 
ton ’s attorney and Wigton himself took every Conceivable 
step during the running of the period and the affidavits on 
record clearly show that there was vigorous actibn thru all 
of the period. The writer had exactly the sarpe instruc¬ 
tions when this interference was first declared tjhat he has 
now and he was just as vigorous and just as actjive during 
the period as he has been after the close of the period and it 
is not felt that anyone will accuse the writer of ignoring 
this case. Under no conceivable circumstances can the 
honesty and fairplay of Wigton’s attorney in no|t bringing 
a motion other than in good faith be held to justify the 
statement that he “paid no attention’’ to the brder and 
that he “entirely ignored” the order. The onlv truth is 
that Wigton after careful and diligent effort w[as unable 
during the motion period to discover any ground jfor bring¬ 
ing in good faith a motion to dissolve or a motion to shift 
the burden of proof. Wigton drew the motion] in a few 
hours after he first discovered the valid reason for bring¬ 
ing it and he presented it just as soon as it could be cor¬ 
rected and revised which took one or two days.! 

5—5995a I 
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47 Wigton is not asking the Board to render a pro 
forma proceeding for the purpose of securing an ap¬ 
peal to the Court; Wigton is asking for a definite and clear 
ruling on each one of the several grounds raised in the ap¬ 
peal and the appellate court certainly has a right to reverse 
the Commissioner if the Commissioner while acting “in 
strict accordance with Rule 114” (omitting the last sen¬ 
tence) has ignored two distinct and clear provisions of Rule 
122, as well as the practice with regard to motions to shift 
requiring no showing to excuse delay. 

It is therefore urged that the Board vacate the dicision 
of July 25, 1932, and set the appeal for hearing, 
Respectfullv submitted, 

i * GEORGE H. WIGTON, 

Bv H. H. SNELLING, 

His Attorney . 

August 5, 1932. 

Copy of the above mailed to Dodge & Sons (for Derby 
and Cunningham), 1331 G Street N. W., Washington, D. C. 

48 Decision 6f the Board of Appeals , Dated Aug. 12, 

1932. 


“The party Wigton has renewed his motion to vacate our 
order of July 25, 1932, dismissing his appeal, and to sus¬ 
pend all proceedings pending final action on the petition 
for writ of mandamus. He also urges that we set the ap¬ 
peal for hearing. 

On reconsideration, it appears to us that a patent could 
not properly be granted to Derby and Cunningham until 
a final decision has been rendered on the petition for a 
writ of mandamus and we, therefore, vacate our order dis¬ 
missing Wigton’s appeal and suspend action on the motion 
of Derby and Cunningham to dismiss said appeal until the 
termination of the mandamus proceedings. We deny the 
motion to set the Wigton appeal for hearing at this time. 

The motion of Wigton is granted to the extent indicated.” 
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Memorandum. 

i 

July 21, 1932.—Time to file transcript of record in Court 
of Appeals extended to and including October 28, 1932. 

49 Filed October 19, 1932. j 

In the Supreme Court of the District of j Columbia. 

I 

At Law. j 

No. 81312. 

George H. Wigton, Petitioner, 

vs. I 

I 

Thomas E. Robertson, Commissioner of j Patents, 

Respondent. 

Mandamus. 

Memorandum bv the Commissioner of Patents. 

%> 

In view >of the numerous papers filed herein by peti¬ 
tioner subsequent to the ruling of Mr. Chief Justice Wheat 
on July 1, 1932, dismissing the cause, it is deemed incum¬ 
bent upon the Patent Office that a memorandum be filed 
setting forth briefly the essential points in isjsue. 

In interference proceedings there is 

(1) A preparatory period for filing prelimiinary state¬ 
ments, etc. (Rules 110-114). Orders to show cause etc. 
(Rule 114). 

(2) A motion period (30 days) for preliminary matters, 
as motions to dissolve (dismiss or demur), Rijle 122; add 
counts, Rule 109, etc. 

(3) The priority testimony, or trial period. | 

In the present case petitioner Wigton’s preliminary 
statement disclosed such a late date of inventlion that he 
was put under an order to show cause why judgment should 
not be rendered against him under Rule 114. He was given 
not only 30 days but 45 days to do so. Wigton’p opponent, 
Derby & Cunningham, during the motion perijod made a 
motion to add counts under Rule 109, which motion was 
heard and denied. Derby & Cunningham appejaled to the 
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Board of Appeals, which Board affirmed the denial of the 
additional counts. 

50 Wigton during the 45 days allotted to him did 
nothing in the way of responding to the order to 

show cause under which he had been placed by the Ex¬ 
aminer of Interferences. Not until March 15, 1932, 
(more than 8 months after his time had expired), did he 
hie a paper entitled ‘‘Response to Order to Show Cause". 
This paper should have been filed within the 45 days set by 
the Examiner of Interferences or at least during the Mo¬ 
tion Period so that it could have been heard with the Derby 
& Cunningham motion under Rule 109 and if necessary 
could have been appealed concurrently with the Derby & 
Cunningham appeal to the Board of Appeals. 

Petitioner having failed to make any showing within the 
45 davs set or within a reasonable time thereafter, the 
Examiner of Interferences rendered judgment against 
Wigton (petitioner). This closed or should have closed 
the interference proceedings and Derby & Cunningham 
should have had their patent if their application was other¬ 
wise in proper condition. 

Wigton however succeeded in persuading the Examiner 
of Interferences to reopen the case, vacating his decision, 
thus permitting Wigton after his default to begin all over 
again. Derby & Cunningham of course protested, they 
having for about 8 months or more tried various issues 
before the Examiner of Interferences and also the appeal 
to the Board of Appeals. They petitioned to the Com¬ 
missioner of Patents setting forth the facts and the Com¬ 
missioner under his supervisory authority on April 19, 
1932, set aside the action of the Examiner of Interferences. 
The effect is that the case is not open for the belated mo¬ 
tion and the judgment stands. [Counsel for Wigton argues 
in effect that under a change in the law the Commissioner 
of Patents is no longer Commissioner of Patents. The Court 
obviously will not want any argument on that contention. 
While counsel for Wigton is urging that the Commissioner 
is without supervisory authority, he (counsel for 

51 Wigton) has several times in this interference pro¬ 
ceeding petitioned for the exercise of that super- 

visorv authority.] 

Wigton has his patent and neither the Patent Office nor 
this Court can take it away from him in this proceeding. 
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All lie can do is to delay Derby & Cunningham from getting 
their patent. j 

A case exactly in points is Seymour, Commissioner of 
Patents, v. United States of America, ex r^l Brodie, 10 
App. D. C. 567, 1897 C. D. 372, in which the Court said: 

But we fail to see wherein, in the present casle, the relator 
is interested in contemplation of law, or wherein he has 
been deprived of any legal right, or wherein thjp respondent 
has failed in the performance of any legal duty due to him. 
He had a patent. He has that patent not legally impaired. 
Attack was made upon that patent by the adverse claim 
of another party. The attack took the sha^e of inter¬ 
ference proceedings in the Patent Office, in accordance with 
the forms and provisions of law. Those interference pro¬ 
ceedings have been dissolved and the attack iij at an end. 
The relator remains in full possession of all his legal rights 
to the same extent as before he was summoned to defend 
those rights. We find it impossible to see whe|rein he has 
been aggrieved or injured in any legal sense. 

It is respectfully submitted that the ruling of the Chief 
Justice is correct and should be adhered to. 

T. A. HOSTETLER] 

Solicitor for the Patent Ciffice, 

Counsel for Respondent. 

October 19, 1932. 

I 

52 Filed October 20, 1932. 

In the Supreme Court of the District of Columbia. 

At Law. j 

No. 81312. | 

i 

George H. Wigton, Petitioner, 

vs. I 

Thomas E. Robertson, Commissioner of Patents, 

Respondent. j 

Answer to Commissioner's Memorandum. 

Wigton, who is petitioner here, being an original and 
sole inventor, obtained in regular course patents! covering 
two important inventions used by his company. 
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Derby and Cunningham after seeing and studying the 
issued Wigton patents, filed an application containing 
claims copied from such patents, and claiming benefit of 
an earlier case, thus causing an interference. 

Wigton during that interference, and in conformity with 
then existing practice, in due season filed a motion to shift 
the burden of proof together with a remand motion asking 
that the main motion be heard bv the Interference Ex- 
aminer at that time instead of postponing the hearing until 
the case would come before the Examiner in regular course. 

The Commissioner instead of passing merely on the mo¬ 
tion to remand, took up the main motion without right, and 
ruled, reversing long established practice, that there was 
a time limit for motions to shift and that the motion 
53 was not brought in time. This was error No. 1 and 
was a serious one for while such a ruling could have 
been made by the Examiner, it would have been subject to 
correction by appeal to the Board of Appeals from whose 
decision there is an appeal to the Court of Customs and 
Patent Appeals. The Commissioner has no right (since 
1927) to make Much a ruling for the law provides no ap¬ 
peal from his patent decisions, contemplating no decisions 

bv him. 

* 


This particular point will be dwelt upon at length dur¬ 
ing the hearing on October 24th when it will be pointed out 
that the Carroll decision sustained the practice established 
under the 1905 Rules, i. e., that a motion to shift is proper at 
anv time before 1 entrv of judgment and is still controlling. 
Prior to the 1927 Act the Commissioner could have overruled 
the Carroll decision but his ruling would have been appeal- 
able. After thc^ Act of 1927 the Carroll decision can be re¬ 
versed in onlv three wavs; bv statute, bv a decision of the 
Board of Appeals subject to review by the courts, and by the 
Commissioner after approval by the Secretary of Commerce. 
In the latter case the reversal is not retroactive while in the 
present case the Commissioner seeks to hand down a retro¬ 
active, non-appealable fiat making a legally performed act 
illegal. 

In spite of the fact that the Rules of Practice were changed 
in 1927 with the approval of the Secretary of Commerce defi¬ 
nitely to prohibit such action which was proper practice until 
then, the Commissioner next passed upon the sufficiency of 
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an affidavit. This was error No. 2 for since 1927 this 

54 discretion is given exclusively to the | Interference 

Examiner whose decision is subject to Review by le¬ 
gally constituted authority, the Board of Appeals, not the 
Commissioner. j 

The Interference Examiner still later properly ruled that 
as Wigton was bound by no time limit he could move to shift 
the burden of proof at any time prior to entry [of judgment 
and the Examiner therefore set the motion for hearing. 

In defiance of the Rules the Commissioneij accepted a 
direct appeal from this holding of the Examiner of Interfer¬ 
ences and reversed the holding, instructing the Examiner to 
award priority to Derby and Cunningham in 'spite of the 
fact that affidavits in the interference file show their earlier 
methods to be worthless to produce the result wjrich Wigton 
alone accomplishes. This was error No. 3. 

Wigton then filed his writ of mandamus. The Commis¬ 
sioner’s answer “denies the allegation that the Board can 
render no decision which will be appealable to the appellate 
court.” 

After Chief Justice Wheat’s dismissal of the petition the 
Board of Appeals did hand down a decision whfch was not 
appealable to the Court, i. e., holding itself without jurisdic¬ 
tion. A petition to vacate was refused in a sev^n page de¬ 
cision. A second petition to vacate was granted After threat 
of service of a motion addressed to this Court to compel the 
Commissioner to vacate the decision of the Board]. 

The essential point in issue is not hinted at iji the Com¬ 
missioner’s memorandum of today, but is: j 

55 Does tlie Act of March 2, 1927 (which abolished 
the Board of Examiners-in-Chief and i|he appeal 

from them to the Commissioner and likewise abolished the 
appeal to the Court from decisions of the Commissioner— 
vesting the previously held patent judicial po\i^er of the 
Commissioner in a Board of Appeals which must consist 
of at least three members, the Commissioner being one 
of the three—and provided an appeal from t|his newly 
created Board of Appeals direct to the Court),] mean, as 
urged here by respondent, that any decision of the Com¬ 
missioner even when reversing an Examiner, if rendered 
under guise of supervisory authority, is absolutely final, 
neither appealable nor reviewable, thereby elimii]iating the 
statutory appeal to the Board and from there to fhe Court, 
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and thus giving to the Commissioner a power he never be¬ 
fore possessed, because his decisions up to 1927 were al¬ 
ways appealable 5 or does the Act have its common sense 
meaning, that is , 1 the Commissioner should never render 
patent decisions,! whether in place of the Examiner, on 
appeal from the Examiner’s holding, or determinative 
thereof, the Board of Appeals alone having that power 
under the Act, and their decisions being reviewablc by the 
Courts on regular appeal. 

The Seymour decision cited in the Commissioner’s 
memorandum is not germane for there the Commissioner 
ruled against the applicant while here the Commissioner 
is attempting to rule against the patentee (petitioner here) 
by refusing him the right to present his convincing proofs 
showing that he alone is entitled to his inventions. 

56 There is no question of delay, for delay injures 
Wigton’s licensees only. The Commissioner’s un¬ 
authorized acts in effect forbid Wigton to attack the sole 
proof on which priority is rendered against him, and if 
sustained will result in the grant of a patent to parties not 
entitled thereto, forcing Wigton’s licensees to defend them¬ 
selves against such improperly issued patent and in such 
defense to establish Wigton’s prior rights, which can be, 
and should be, determined in the pending interference pro¬ 
ceedings. 

Wigton’s legal rights have been invaded bv the three 
errors pointed out and his sole remedy is by mandamus. 
The granting of the mandamus will result in the trying of 
the interference in orderlv manner on its merits with a 

9 / 

consequent award of priority to the one proving himself 
the original inventor of the subject matter involved. 

Your petitioner vigorously objects to the insinuation that 
he is urging that the Commissioner is no longer Commis¬ 
sioner. John was still King of England after Runnvmede, 
but to say that his privileges were increased by the sign¬ 
ing of the .Magna Carta on June 15, 1215 seems foolish; no 
more so, however, than to suggest that the Commissioner’s 
powers were increased by the signing of the Act of March 
2, 1927. 

Respectfully submitted, 

HENRY H. SNELLING, 
i 908 G St. N. W. y 

Attorney for George H. Wigton. 

October 20,1932. 
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57 Supreme Court of the District of Colombia. 

Tuesday, October 25, 1932. 

I 

Session resumed pursuant to adjournment, Hon. Jesse 
C. Adkins, Justice, presiding. 

# * * * * * j * 

At Law. ! 

i 

No. 81312. | 

George H. Wigton, Petitioner, j 


Hon. Thos. E. Robertson, U. S. Commissioner 

Respondent. 

LTpon consideration of the petitioner’s moi 
hearing filed herein on the 13th day of July 
ordered that said motion be, and the same is hc|reby denied 
upon the ground that the Court lost jurisdiction by the 
perfecting of the appeal to the Court of Appeals of this 
District. 

Memoranda. 

October 28, 1932.—Time to file transcript of record in 
Court of Appeals further extended to and including De¬ 
cember 28, 1932. 

December 16, 1932.—Time to file transcript ot record in 
Court of Appeals further extended to and including March 
28, 1933. j 

March 15, 1933.—Time to file transcript of i record in 
Court of Appeals further extended to and including May 
20, 1933. | 

March 18, 1933.—Time to file transcript of record in 
Court of Appeals further extended to and including Oc¬ 
tober 31,1933. 



of Patents, 


:|ion for re- 
1932, it is 
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58 Filed June 13, 1933. 

In the Supreme Court of the District of Columbia. 

At Law. 

No. 81312. 

George H. Wigton 
vs. 

Thomas E. Robertson, Commissioner of Patents. 

Selection of Record for Transcript. 

Now comes George H. Wigton, the appellant in the above- 
entitled cause and designates the parts of the record which 
he desires to have included in the transcript, said parts 
being considered sufficient for the determination of the 
questions raised on appeal, namely: 

1 . Amended Petition for Writ of Mandamus. 

2. Answer. 

3. Replication. 

4. Exhibit A, Decision of Examiner of Interferences, 
April 2, 1932. 

5. Exhibit B, Carroll v. Gubelmann decision. 

6 . Opinion by Justice Wheat. 

7. Motion for Rehearing. 

8 . Exhibit C, Decision by the Board of Appeals, July 25, 
1932; Motion by Wigton, August 5, 1932; Decision by the 

Board of Appeals, August 12, 1932. 

59 9. Memorandum bv Commissioner, October 19, 
1932. 

10. Answer to Memorandum, October 20, 1932. 

11 . Decision by Justice Adkins, October 24, 1932. 
Together with a copy of this designation. 

Respectfullv, 

GEORGE H. WIGTON, 

By H. H. SNELLING, 

His Attorney. 

H. H. Snelling, 908 G Street N. W. 

June 12,1933. 

Copy mailed to T. A. Hostetler (Solicitor for the Patent 
Office), U. S. Patent Office, Washington, D. C. 
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60 Supreme Court of the District of Coluihbia. 

| 

United States of America, 

District of Columbia , ss: 

I, Frank E. Cunningham, Clerk of the Supreme Court 
of the District of Columbia, hereby certify thfe foregoing 
pages, numbered from 1 to 59, both inclusive, t!o be a true 
and correct transcript of the record, according to direc¬ 
tions of counsel herein filed, copy of which is made part 
of this transcript, in cause No. 81312 at LaKv, wherein 
George H. Wigton is Petitioner and Hon. Thomas E. 
Robertson, U. S. Commissioner of Patents, is Respondent, 
as the same remains upon the files and of record in said 
Court. 

In testimony whereof I hereunto subscribe my name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 26th day of June, 1933. | 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

Endorsed on cover: District of Columbia Supreme Court. 
No. 5995. George H. Wigton, appellant, vs. Thomas E. 
Robertson, U. S. Commissioner of Patents. Coiirt of Ap¬ 
peals, District of Columbia. Filed Jun. 27, 193&. Henry 
W. Hodges, Clerk. 
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Conway P. Coe, Commissioner of Patents 


W. H. SPELLING, 
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IN THE 


Court of Appeals, Bfetrict of Columbia 

I 


No. 5995. 


George H. Wigtox, Appellant, 

vs. 

Conway P. Coe, Commissioner of Patents 


BRIEF FOR PETITIONER-APPELLANT. 


This mandamus is predicated upon the fact that the 
Act of March 2, 1927, page 13 herewith, created 'within 
the Patent Office a Board of Appeals and transferred 
to it all patent judicial authority previously h[dd by 
the Commissioner of Patents. The Board of Appeals, 
not the Commissioner, is therefore now the co|urt of 
last resort within the Patent Office and its decisions 
“shall govern the further proceedings in the lease” 
unless modified or reversed by a United States jeourt. 
The statutory appeals, which were formerly frojm de¬ 
cisions of the Commissioner, are now from decisions 

j 

of the Board of Appeals yet the acts of the Commis- 


2 


sioner which this mandamus seeks to correct would 
make him the court of last resort and eliminate all 
right of appeal. 

An interference was properly declared between an 
application filed by Derby and Cunningham and two 
patents owned by appellant, AYigton. Under Rule 122 
(Transcript, page 2) certain motions are required to 
be presented, if possible, within a time to be set by 
the Examiner of Interferences. Ollier motions men¬ 
tioned in that rule do not require any verified show¬ 
ing as to why they were not earlier presented because 
the second class of motions, that is, motions to shift 
the burden of proof from the junior to the senior party 
in an interference, are permissible at any time up to 
the award of priority, where no testimony lias been 
taken, because tliev challenge the sole ground on which 
the award is to be made. 

In the Wigton interference the Commissioner of 
Patents ruled that motions to shift the burden of 
proof are covered by the first paragraph of Rule 122, 
and consequently such motions should be accompanied 
bv a verified showing. This is directlv contrarv to the 
practice since Rule 122 was changed in 1905. lie fur¬ 
ther held that in his judgment the verified showing 
offered by AVigton was insufficient. The rule requires 
the judgment of the Examiner of Interferences but the 
Commissioner claimed to be acting under supervisory 

authoritv and ordered the Examiner of Interferences 
% 

not to consider the motion. Still later when the Exam¬ 
iner of Interferences had ruled in favor of AVigton on 
a further motion to shift the burden of proof, the 
Commissioner, in spite of the definite prohibition of 
Rule 122, allowed an appeal to him from the decision 
of the Examiner of Interferences. The paper was a 
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i 

petition in form but was an appeal in intent, Substance 
and effect. j 

A. motion to shift the burden of proof is not\ included 
in the time set by the Examiner, consequently "VVigton 
was never in default and the argument “thu^ permit¬ 
ting Wigton after his default to begin all ovct again” 
(page 36, line 24, of the Transcript) seems quite unfair 
in view of the admission in paragraph 4 of the Answer 
and of the clear holding in Carroll v. Gubelimann at 

° i 

page 16 of the record, stating that the second para¬ 
graph of Rule 122 ! 


“specifies no time within which such (motions 
should be brought. Its subject matter was not 
incorporated into paragraph 1 of the rule wherein 
the limit for the motions therein specified is 
stated. From this fact it is fairly to be ^nferred 
it was not meant to have such time limit ^pply to 
motions to shift the burden of proof. It| is fur¬ 
ther believed to be a fair inference from (lie lan¬ 
guage of the added paragraph itself that th|e entire 
procedure relating to motions to shift was in¬ 
tended to be placed in the hands of the examiner 
of interferences, thus involving his discretion in 
matters of procedure relating to such njiotions. 
The mere fact that the paragraph relatingj to mo¬ 
tions to shift was added to Rule 122 does not make 
any part of the first paragraph of such rule}; apply 
to the added paragraph.” j 

i 

The three steps taken by the Commissioner <|re un¬ 
warranted at the present time although the\[ were 
doubtless within his supervisory authority before 1927 
when there was a right of appeal from his decisions. 
Since 1927 these steps could properly be taken only 
by other tribunals, that is, by tribunals in the patent 
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Office whose decisions are subject to review by the 
United States courts. 


The Commissioner consequently is now without 
right to do the tilings complained of, namely (a) to 
nullify the statutory provisions regarding appeals by 
acting judicially under a claimed power of super¬ 
visory authority; (b) to reverse any patent judicial 
decision of a predecessor without previously obtaining 
approval of the Secretary of Commerce; (c) to violate 
his own rules of practice by substituting his non-ap- 
pealable judgment for the appealable decision of the 
official definitely named in the rules; and (d) to alter 
existing practice by issuing what amounts to a retro¬ 
active fiat making a legally performed act illegal, when 
his sole power lies in ordering —after written approval 


of the Secretarv—that henceforth such act shall be 


performed in certain manner. 

The errors just quoted could not have arisen before 
1927 for at that time (a) there would have been no 
nullification of the statutory provision of appeals by 
any act which the Commissioner might have done un¬ 
der supervisory authority, for the simple reason that 
there was always an appeal from his decision; (b) he 
did have a right then, subject to appeal, to reverse any 
judicial decision of his predecessor whenever that de¬ 
cision was presented for review; (c) the official dcfi- 
nitelv named in the rules at that time was “the com- 
missioner”; and (d) the Commissioner could then have 
altered existing practice by a judicial decision on re¬ 
view but the legality of the new practice could have 
been promptly challenged by appeal. 

Before 1927 the law provided: 

K. S. Sec. 4909, “* * * and every party to an inter¬ 
ference, may appeal from the decision of * * * the 
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examiner in charge of interferences in such base, to 
the board of examiners-in-cliief; having once ijrnid the 
fee for such appeal”. (Now amended.) 

R. S. Sec. 4910, “If such party is dissatisfied with 
the decision of the examiners-in-chief, he may, |on pay¬ 
ment of the fee prescribed, appeal to the Commissioner 
in person.” (Now repealed.) I 

Act of February 9, 1893, “And in addition any party 
aggrieved by a decision of the commissioner of patents 
in any interference case may appeal therefrom ito said 
court of appeals”. (Now repealed.) j 

The present law provides “* * * and every party to 
an interference, may appeal from the decision of * * * 
the examiner in charge of interferences * * * to the 
Board of Appeals”, R. S. Sec. 4909, now U. S. C. title 
35, Sec. 57; and “If any party to an interference is 
dissatisfied with the decision of the Board of Appeals 
he may appeal to the United States Court * * R. S., 
Sec. 4911, now U. S. C., title 35, Sec. 59a. j 

While, as will be seen from the above, the Commis¬ 
sioner is now (by the repeal of R. S. 4910) wjithout 
statutory right to review any decision of either the 
Board of Appeals, or the Examiner of Interferences, 
he is the ever-present, ranking member of the Board 
of Appeals, three members being the minimum which 
can hear an appeal. R. S. Sec. 482, now U. S. Cl, title 
35, Sec. 7. Except for the initial appeal under this 
Act of 1927, which was heard by the entire band it is 
the invariable practice for the board to consist Pf the 
minimum, that is, one commissioner and two Pxam- 
iners-in-chief. 

The Commissioner of Patents has many definitb and 
varied duties imposed by statute but none of any kind 
affecting the conflicting rights of parties to an inter- 
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ference, although he alone (R. S. Sec. 4904, now U. S. 
C., title 35, Sec. 52) may determine whether or not an 
interference should be declared. Having once so de¬ 
cided, however, he may go no further for he “shall 
direct the * * * examiner to proceed to determine the 
question of priority of invention” and this determina¬ 
tion is reviewable, not by the Commissioner, but by 
the Board of Appeals. 


FULL STATEMENT OF THE CASE. 

By agreement with opposing counsel a rather full 
statement of the facts of the case is here presented in 
chronological order and numbered consecutively for 
convenient reference, although it is felt the previous 
brief statement is sufficient for the determination of 
the questions involved. 

(1) March 19, 1926, Derby and Cunningham filed an 
application claiming a method of concentrating sidfid 
ores. 

(2) June 21, 1928 and July 3, 1929, Wigton filed ap¬ 
plications for methods of concentrating oxidized ores. 

(3) December 2, 1930, the two Wigton patents issued. 

(4) February l(j, 1931, Derby and Cunningham, 
altered their specification so as to seem to cover the 
Wigton invention. 

(5) February 24, 1931, Derby and Cunningham tiled 
a new application based directly upon the disclosure 
of the two Wigton patents which were in their hands 
when they prepared the application, and they claimed 
this application to be a division of their earlier case 
(1) and entitled to its filing date. 

(6) April 3, 1931, Interference 61,414 was declared 
between the Wigton patents and the last filed Derby 
and Cunningham case (5). 


I 

(7) May 21, 1931, the Examiner of Intert erences 
gave notice that he would award priority to Derby and 
Cunningham because of the tiling date of tli^ Derby 
and Cunningham sulfid case (1) unless Wigton should 
show good cause within fortv-five davs whv sue i action 
should not be taken. 

(8) May 22 to July 8, 1931, Wigton ? s attorney vigo¬ 

rously sought to discover proper showing, his efforts 
including extended correspondence with the inventor 
by letter, telegraphic night letters, and straight tele¬ 
grams and also by the employment of an experjt chem¬ 
ist. ! 

(9) June 30, 1931, Derby and Cunningham sought to 
extend the scope of the interference by adding to it fur¬ 
ther claims of the Wigton patents. 

(10) January 19, 1932, the Board of Appeals gave 

oral hearing to determine whether or not the scope of 

the interference should be extended. At this gearing 

Wigton’s attorney had his first hint that the I Derby 

and Cunningham application in interference \l r as an 

improper division of the earlier case and that the 

earlier case would not satisfv the issue, e\ v en as 

* I 

amended (4). 

(11) January 20, 1932, acting upon the hint sbeured 
at the hearing, Wigton’s attorney developed tlje fact 
that where the ingredients were mixed as taught by 
Derby and Cunningham they would not float oxidized 
minerals but where mixed in a different order, as 

i 

taught by Wigton, they would float such particles. 
Ordinarily the mixing of three chemicals in any one 
order may be expected to give exactly the same 'result 
as the mixing of the same chemicals in a different or¬ 
der, and onlv a chemist liighlv skilled in metal flotation 
could have guessed that the exception obtained ih this 
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case. Even such a chemist could not know until after 
physical trial. 

(12) January 23, 1932, Wigton promptly filed a mo¬ 
tion to remand which merely requested the Commis¬ 
sioner to transfer jurisdiction from the Board of Ap¬ 
peals which had heard the case, but had not decided it, 
back to the Examiner of Interferences so that tiie 
latter could determine the accompanying motion, called 

a motion to dissolve but actuallv a motion to shift the 

* 

burden of proof. 

(13) February 13, 1932, the Commissioner of Pat¬ 
ents denied the petition to remand as he had a perfect 
right to do, but improperly undertook to go into the 
merits of the case and to decide the sufficiencv of the 

m/ 

affidavit with the motion, a duty definitely and specifi¬ 
cally entrusted to the Examiner of Interferences by 
Rule 122. 

(14) March 5, 1932, the Board of Appeals ruled in 
favor of Wigton, denying the motion to expand the in¬ 
terference (9). 

(15) March 15, 1932, the case now having been re¬ 
turned to the Examiner of Interferences, Wigton in 
strict accordance with then existing law, filed a further 
motion to shift the burden of proof and presented affi¬ 
davits from highly skilled flotation engineers showing 
that the Derby and Cunningham original case taught a 
method which would not and could not float free oxi¬ 
dized minerals. 

(1G) March 19, 1932, the Examiner of Interferences 
ruled that IF “the excuse for the failure to move to 
dissolve is insufficient as held by the Acting Commis¬ 
sioner, it is deemed equally insufficient to warrant the 
present response to the same order to show cause,” 
and he thereupon awarded priority of invention to 
Derby and Cunningham. 


(17) March 29, 1932, Wigton filed a motion to recon¬ 
sider showing that a motion to shift the burden of 
proof is always proper before award of priorjty, with¬ 
out explanation of the delay, presenting to the Exam¬ 
iner of Interferences a complete copy of the decision 
Carroll v. Gubclmann, Transcript page 14, which af¬ 
firmed this w'ell established practice. 

(IS) April 2, 1932, the Examiner of Interferences 
in view' of the above decision correctly held “TJhe party 
Wigton is not bound bv the time limits of itule 122, 
Paragraph 1, so that he w’ould have to excuse the de¬ 
lay/’ The Examiner of Interferences thereupon set the 
motion to shift the burden of proof for hearing. The 
shifting of the burden of proof would enable a judg¬ 
ment of priority to be rendered on the merits after 
full proof. 

(19) April 6, 1932, Derby and Cunninghanj took a 
direct appeal to the Commissioner asking that jlie exer¬ 
cise his supervisory authority and reverse tliq Exam¬ 
iner of Interferences. Such appeal is prohibited by 
the rules of practice. 

(20) April 19, 1932, the Commissioner accepted the 
appeal which w r as in the form of a petition, and re¬ 


versing the Examiner of Interferences, held that a mo¬ 
tion to shift the burden of proof should be | accom¬ 
panied by an affidavit showing the reason for delay, 
citing a 1904 decision (Eaulet v. Adams) wh|ch had 
long since been held (1923, Carroll v. Gubelmajm) not 
to apply to motions to shift after 1905, w'hen the rules 
were changed. 

(21) April 23, 1932, Wigton’s attorney requested re¬ 
view' and submitted a further affidavit by Snelling an¬ 
swering fullv the Commissioner’s statement oh which 
he based his decision, “it w'as incumbent upon the at- 
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tornev to consult the inventor and nothin" has been 

» i o 

alleged in the affidavit which would excuse the failure 
to do so.” In this affidavit correspondence between 
Wigton and his attorney was shown May 23. and 28, 
June 1, 3, 4, 5, 8, 11, 16, 22, and 29, July 2, 6, and 7, 
1931. 

(22) May 3, 1932, the Commissioner denied the peti¬ 
tion for review but giving a totally different reason, 
now reiving on the fact that because Wigton’s attorney 
had consulted the inventor thev should have been able 
to find the fault in Derby and Cunningham’s case with- 
in the period of the correspondence set forth in (21). 

(23) May 9, 1932, the Examiner of Interferences re¬ 
instated the judgment against Wigton “in view of the 
decision of the First Assistant Commissioner dated 
April 13, 1932.” 

(24) May 16, 1932, Wigton asked the Commissioner 
to instruct the Examiner of Interferences to comply 
with Rule 122 “as now interpreted” and to have the 
Examiner of Interferences decide whether the two affi¬ 
davits bv Mr. Snelling showed a satisfactory reason 
for the delay in bringing the motion to shift the burden 
of proof, should any excuse be required. 

(25) May 18, 1932, Wigton filed appeal to the Board 
of Appeals. 

(26) May 21, 1932, the Commissioner denied the 
formal request for reference to the Examiner of Inter¬ 
ferences (24). 

(27) May 25, 1932, Wigton filed petition for man¬ 
damus, Transcript, page 1. 

(28) June 2,1932, the Commissioner filed his answer, 
Transcript, page 6. 

(29) July 1, 1932, Chief Justice Wheat dismissed 
the petition on the ground that he did not believe the 
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Court had power to direct the Commissioner iof Pat¬ 
ents to take the action sought and that in his ^pinion 
the matter was within the jurisdiction of the Commis¬ 
sioner to decide without interference by the courts. 

(30) July 11, 1932, Derby and Cunningham hied be¬ 
fore the Board of Appeals a motion to dismiss t^ie Wig- 
ton appeal (25) without hearing. 

(31) July 15,1932, Wigton tiled motion for rehearing 
in the Supreme Court of the District of Columbia, 
Transcript page 21. 

(32) July 25, 1932, the Board of Appeals granted 
the Derby and Cunningham motion (30) and dismissed 
the appeal, on the ground that “it raises no Question 
on which Wigton is entitled to a hearing before this 
Board,” Transcript, page 26, thus confirming Wigton’s 
statement in Paragraph 9 of the petition for manda¬ 
mus “the Board of Appeals may not and will not re¬ 
view the decision of the Commissioner when c^lorably 
acting under his supervisory authority norj decide 
whether or not the Commissioner had power under 
supervisory authority to change existing practice” and 
disproving the statement in Paragraph 10 of the Com¬ 
missioner’s answer “He denies the allegation |hat the 
Board of Appeals can render no decision which will be 
appealable to the appellate court.” 

(33) July 27, 1932, Wigton petitioned the Board of 
Appeals to vacate the order just rendered, so that the 
appellate jurisdiction of this Court might be preserved. 

(34) August 2, 1932, the Board refused to db so. 

(35) August 5, 1932, Wigton renewed his motion to 
vacate. Transcript, page 30. 

(36) August 12,1932, the Board did vacate the order 
but merely suspended action on the motion to dismiss 


i 

I 
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the appeal without hearing, until termination of the 
mandamus proceedings. Transcript, page 34. 

(37) October 19, 1932, the Commissioner filed his 
brief, Transcript, page 35, for use at the rehearing 


(31). 


(38) October 20, 1932, Wigton filed his answering 


brief, Transcript, page 37, setting forth the issues in 


condensed form. 


(39) October 24, 1932, at the oral hearing on this 
day Justice Adkins of his own motion during the pres¬ 
entation of the case suggested that perhaps the court 
may have lost jurisdiction by the deposit of the cash 
bond and in spite of the belief of the clerks of both 
courts that this act would not have this effect. Justice 


Adkins sent for a volume of reports and upon receiv¬ 
ing it some while later abruptly terminated the pro¬ 
ceedings then fairlv well under wav, bv holding that 

| %! +1 * * 

the court had lost jurisdiction and consequently his 
decision would have no weight if rendered. 

(40) May 19, 1933, Wigton asked the Patent Office to 
vacate the award of priority (23) so that a three-party 
interference could be declared to consolidate the three 


interferences—Wigton v. Derby and Cunningham, 
Wigton v. Christmann, and Christmann v. Derby and 
Cunningham, all three based on the claims of the Wig- 
ton patents. The grant of this request would prevent 
the rivals from making contradictory arguments in the 
several cases. 


(41) June 10, 1933, the Commissioner refused to 
vacate the award. This action prevented the avoidance 
of this mandamus proceedings as suggested in the pe¬ 
titions for extension of time for filing transcript. 

(42) June 13, 1933, Wigton presented selection of 
record for transcript and filed same as soon as ready, 


June 16, 1933, which fully transferred jurisdiction to 
this court. 

(43) June 16, 1933, Wigton petitioned thii court to 
remand the case below so that Justice Adkins could 
enter his decision. This was denied unless the: Solicitor 
would so stipulate, but the latter declined, i\i absence 
of consent of Derby and Cunningham, which! was nat¬ 
urally refused, as it is firmly believed they cannot win 
on the merits. 

(44) July 10, 1933, Conway P. Coe was substituted 

for Thomas E. Robertson, as defendant. 

. 

ACT OF MARCH 2, 1927. | 

The portions of the Act of March 2, 1927, which are 
pertinent to the present case are as follows: 

“(Public—No. 690—69th Congress.) 

(S. 4812.) 

An act amending the statutes of the United 
States as to procedure in the Patent Office and in 
the courts with regard to the granting of Letters 
Patent for inventions and with regard to interfer¬ 
ing patents. 

13e it enacted by the Senate and House of Repre¬ 
sentatives of the United States of America in 
Congress assembled, 

Sec. 3. That section 482 of the Revised Statutes 
of the United States be amended to read as fol¬ 
lows : 

‘Sec. 482. The Examiners in Chief! shall be 
persons of competent legal knowledge ^nd scien¬ 
tific ability. The Commissioner of Patents, the 
First Assistant Commissioner, the Assistant 
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Commissioner, and the Examiners in Chief shall 
constitute a Board of Appeals, whose duty it 
shall be, on written petition of the appellant, to 
review and determine upon the validity of the 
adverse decisions of Examiners upon applica¬ 
tions for patents and for reissues of patents 
and in interference cases. Each appeal shall be 
heard bv at least three members of the Board of 
Appeals, the members hearing such appeal to be 
designated bv the Commissioner. The Board of 
Appeals shall have sole power to grant reliear- 
ings. ’ 

Sec. 4. That section 4904 of the Revised Stat¬ 
utes of the United States be amended by striking 
out from the last sentence thereof the words ‘or 
of the Board of Examiners in Chief, as the case 
may be. ’ 

Sec. 5. That section 4909 of the Revised Stat¬ 
utes of the United States be amended by striking 
out the words ‘Board of Examiners in Chief’ and 
substituting therefor the words ‘Board of Ap¬ 
peals.’ 

Sec. 6. That section 4910 of the Revised Stat¬ 
utes of the United States be, and the same is 
hereby, repealed. 

Sec. 7. That section 9 of the act of February 9, 
1893, entitled ‘An act to establish a court of ap¬ 
peals for the District of Columbia, and for other 
purposes’ (Twenty-seventh Statutes at Large, 
page 434), be, and the same is hereby, repealed. 

Sec. 8. That section 4911 of the Revised Stat¬ 
utes of the United States be amended to read as 
follows: 

‘Sec. 4911. If any applicant is dissatisfied 
with the decision of the Board of Appeals, he 
may appeal to the Court of Appeals of the Dis¬ 
trict of Columbia, in which case he waives his 
right to proceed under section 4915 of the Re- 
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vised Statutes. If any party to an interference 
is dissatisfied with the decision of the Board of 
Appeals, he may appeal to the Court J>f Appeals 
of the District of Columbia, provided that such 
appeal shall be dismissed if any adverse party 
to such interference shall, within twenty days 
after the appellant shall have filed notice of ap¬ 
peal according to section 4912 of thf* Revised 
Statutes, file notice with the Commissioner of 
Patents that he elects to have all further pro¬ 
ceedings conducted as provided in sedtion 4915 
of the Revised Statutes. Thereupon tfie appel¬ 
lant shall have thirty days thereafter within 
which to file a bill in equity under saijd section 
4915, in default of which the decisions (appealed 
from shall govern the further proceedings in the 
case. If the appellant shall file such bjll within 
said thirty days and shall file due proof thereof 
with the Commissioner of Patents, the issue of a 
patent to the party awarded priority| by said 
Board of Appeals shall be withheld peijding the 
final determination of said proceeding under 
said section 4915.” 

THE COMMISSIONER MAY NOT BAR APPEAL. 

i 

In the interference involving appellant’s patents, 
the duly appointed tribunal, the Examiner 6f Inter¬ 
ferences, handed down a judicial decision holding that 
Wigton had a right to bring the final motion to shift 
the burden of proof and the Examiner consequently 
properly set this motion for hearing. Claiiping the 
right to act under supervisory authority, the Comm is - 
sioner reversed the holding of the Examiner df Inter- 

^ I 

ferences and in so doing prevented appeal for while the 
statutes provide an appeal from decisions of tlije exam¬ 
iner in charge of interferences, they do not provide any 
appeal from a decision of the Commissioner iij patent 
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matters, contemplating no such decisions by him. This 
act of the Commissioner thereby took from appellant 
the right, not only to prove his case before the Exam¬ 
iner of Interferences, but also to secure the benefits of 
the appeals given him by the statutes. 

It is believed that the right of the Commissioner to 
reverse a decision so as to bar appeal is con¬ 
trolled by the decision of the Supreme Court in But- 
terworth vs. U. S. ex rel Hoe, 115 U. S. 50. In that 
case the question involved was the right of the Sec¬ 
retary of the Interior to review a judicial decision 
of the Commissioner of Patents, the rules of practice 
in the Patent Office then authorizing such appeal. The 
right was based upon the supervisory authority vested 
in the Secretary. The Attorney General had approved 
the new practice of appeal to the Secretary, and Con¬ 
gress, although its attention had been called to the 
practice, took no action. The authority and power 
claimed bv the Secretary was asserted and maintained 

v •» 

on three general grounds, first, that he was the head 
of the Department of which the Patent Office was then 
a bureau; second, that he was definitely charged bv 
Section 441 R. S. with the supervision of public busi¬ 
ness relating to patents; and third, that he signed all 
patents and he signed them as the responsible repre¬ 
sentative of the Government. 

In spite of this prima facie showing of right, the 
Supreme Court held that mandamus did lie; that it 
was properly directed to the Commissioner of Pat¬ 
ents; that however far supervisory authority on the 
part of the head of the Department may extend, it does 
not extend to a review of the action of the subordinate 
in those cases in which, by law, the latter is appointed 
to exercise his discretion judicially; and that appeal 



to the Secretary, from which no appeal could |be taken, 
is necessarily excluded by the statutory provision of 
appeal to tribunals outside of the Patent Office and 
consequently his supervisory authority did not extend 
to a review of a judicial decision by the highest tri¬ 
bunal in the Patent Office. The Supreme Cobrt held: 

i 

“The law gives express appeals from the deci¬ 
sion of the commissioner, or, in cases where tech¬ 
nical appeals are not given, other modes of review 
by judicial process. It gives no such appeal from 
him to the secretary. If it exists it is admitted it 
is only by an implication which discover^ an ap¬ 
peal in the power of direction and superinten¬ 
dence. That power does not necessarily, ex vi 
termini, include a technical appeal; and the prin¬ 
ciple applies that where a special proceeding is 
expressly ordained for a particular purpose it is 
presumably exclusive. It is clear that when the 
appeal is expressly authorized from the Commis¬ 
sioner to the court, either directly or by nieans of 

to the 
and no 
appeal 


an original suit in equity, another appea 
secretary on the same matter is excluded i 
reason can be assigned for allowing an 


from the commissioner to the secretary in Cases in 
which he is by law required to exercise hjs judg¬ 
ment on disputed questions of law and fact, and 
in which no appeal is allowed to the coutts that 
would not equally extend it to those in whijeh such 
appeals are provided, for all are equalfv em¬ 
braced in the general authority of direction and 
superintendence. That includes all, or dpes not 
extend to any. The true conclusion, therefore, is 
that in matters of this description, in which the 
action of the commissioner is quasi judicjal, the 
fact that no appeal is expressly given to thC secre¬ 
tary is conclusive that none is to be implied.” 



18 


If the Secretary under those circumstances could 
not, under supervisory authority and bolstered bv defi¬ 
nite provision of the rules of practice, review the action 
of a subordinate in those cases in which, by law, the 
subordinate is appointed to exercise his discretion 
judicially, certainly the Commissioner of Patents has 
no such power in the face of a total lack of authoriza¬ 
tion hi) any existing rule or statute . 

THE COMMISSIONER MAY NOT REVERSE A 
PATENT JUDICIAL DECISION. 

Under R. S. Sec. 483, now U. S. C., title 35, Sec. 6, 
“The Commissioner of Patents, subject to the approval 
of the Secretary of Commerce, mav from time to time 
establish regulations, not inconsistent with law, for the 
conduct of proceedings in the Patent Office.” 

The law just cited clearly gives the Commissioner 
the right to alter a practice established by a decision 
of a predecessor, provided that he first obtains writ¬ 
ten approval of his superior officer, but this change in 
practice can never be retroactive, and is subject to the 
requirement that it be “not inconsistent with law”. 
In patent interference appeals this is the only manner 
in which the Commissioner can alter, modify, or reverse 
a decision handed down by a commissioner prior to 
1927. 

He can reverse a judicial decision on a subject prop¬ 
erly before him, as for example, in trade-mark matters, 
but questions relating to priority of invention are 
never properly before him because they are, by law, 
properly before the Board of Appeals, of which he is 
a member. The Board of Appeals may and does re¬ 
verse previous decisions on appeal from lower tribu- 
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nals, and this right excludes the right of the Commis¬ 
sioner as a single member of the Board to do tlje same. 
The right of the Board of Appeals to reverse previous 
judicial decisions is based on the Act of March 12, 1927, 
creating “a board of appeals, whose duty it sjhall be, 
on written petition of the appellant, to review ^ind de¬ 
termine ui)on the validity of the adverse decisions of 
examiners upon applications for patents and (for re¬ 
issues of patents and in interference cases.’’ |To em¬ 
power the Commissioner of Patents with the ijight of 
review would completely nullify the intent of tljie stat¬ 
ute that the Board (including the Commissioner as a 
member) shall have final jurisdiction, and would cre¬ 
ate a most anomalous situation. It is of interest to 
note that the Act which created the Board forbjids the 
Commissioner to grant a rehearing on petition io him, 
stating “The board of appeals shall have sole (power 
to grant rehearings.” 

The Commissioner, in doing one of the three acts 
complained of, i c\, in holding that motions to shift the 
burden of proof are covered by the first paragraph of 
Rule 122, reversed the decision, Carroll v. Gubejmann, 
quoted in full beginning at page 14 of the Transcript. 
This decision thoroughly and carefully considered two 
prior decisions now relied upon by the Office, IJarvey 
v. Lubbers and Raulet v. Adams, and then decided the 
second paragraph of Rule 122 alone govern motions to 
shift; these older decisions do not apply; and motions 
to shift are in time if brought prior to the taking of 
testimony. In the Carroll v. Gubclmann interference 
just as in the case at bar, the junior party was under 
order to show cause. In each case, the motion was 
brought after the date set under the first paragraph of 
Rule 122. Gubelmann pleaded for exactly the j[>roee- 
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dure followed here by the Commissioner but his right 
to such altered procedure was denied by the proper offi¬ 
cial, who stated: “it has long been the practice to en¬ 
tertain motions to shift the burden of proof without 
requiring a showing in excuse of the delay where the 
motion is tiled prior to the taking of testimony. The 
motions to shift brought by the junior party in this in¬ 
terference were therefore brought in accordance with 
long established practice,” and that denial was ap¬ 
proved on appeal. In both cases, that is, the present 
case and in Carroll v. Gubelmann, the senior party 
sought to win by a technicality and in the decision 
quoted in the Transcript the holding was: 

“It is believed to be evident that the party, 
Gubelmann, seeks to avoid the issue raised bv the 
junior party’s motions to shift by a technicality of 
procedure. The procedure lie contends for, how¬ 
ever, is, as above noted, contrary to long estab¬ 
lished practice, which, it is believed, should not 
now be changed merely on the basis of procedure 
which obtains with motions of a different kind. 
Especially should it not be changed in such a case 
as this where the junior party’s motions to shift 
were brought in accordance with long established 
practice. It is therefore held that the motions to 
shift brought by the junior party were brought in 
time.” 

Carroll v. Gubelmann did not establish a new prac¬ 
tice; it merely; approved the practice since 190o. 

The Commissioner was clearly in error and exceeded 
his authority in reversing this well-established prac¬ 
tice especially under supervisory authority, which 
should be exercised to correct injustice and not to cre¬ 
ate it. When the commissioners of patents did have 
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supervisory authority, that it, before 1927, thiy exer¬ 
cised it only in cases where it was essential in order 
to correct abuse, and even there were careful to pre¬ 
serve rights, for example, Commissioner Duell stated: 
“In deciding this case as I have, Bender is not injured 
and is not without his remedv. If he is dissatisfied, he 
has the right of appeal * * * to the Court of Appeals, 
where any mistake that has been made in this decision 
will be corrected.” Bender v. Hoffman, C. It). 1898, 
262. 

Commissioner E. B. Moore expressed the matter in 
these words: “This discretionary power of tl|e com¬ 
missioner should be exercised, however, only in excep¬ 
tional cases, and then only to correct some palpable 
error which is clear and evident on its face. * * 1 There 
should be no room for argument. The error should 
be so clear as to be apparent to all.” Goss v. Scott, 
96 0. G. 842; C. D. 1901, 80. A similar sentiment is 
found in Lake v. Cahill, 16 Gourick 50-1, as fallows: 
“An affirmative action of the Examiner will not be 
reviewed (under supervisory authority) unless it be 

found necessarv to correct some error which is clear 

* 

and evident upon its face. There must be no room 
for argument nor can there exist any reasonable ground 
for difference of opinion.” 

In view of these rulings -it would seem that before 
1927 the Commissioner would not have had [power 
under supervisory authority to do the act complained 
of, therefore a fortiori he clearly has no such right now 
when the appeal is eliminated. The error can only 
be corrected by the issuance of the mandamus grayed 
for. 



THE CO] 


ISSIONER is bound by his own 

RULES. 


There can hardly be any serious controversy on this 
score as the matter was settled many years ago. This 
Court has itself definitely ruled on the question, hav¬ 
ing held in Mell v. Midgley, 31 Aj)p. D. C. 534, “It is 
well settled that the rules of procedure in the Patent 
Office, when not in conflict with any provision of law, 
have the full force and effect of statutes. These rules 
are made and promulgated by the Commissioner, by 
and with the approval of the Secretary of the Interior. 
The approval of the Secretary of the Interior being 
necessary to the adoption and establishment of a rule, 
we think the contrary would be true, that, where a rule 
of procedure is in force, it can only be repealed, modi¬ 
fied, or suspended by the Commissioner with the ap¬ 
proval of the Secretary of the Interior.” 

Still later the Supreme Court after quoting R. S. 
483 in Ewing v. U. S. ex rel. Fowler Car Company, 244 
U. S. 1, said: 


“Pursuant to this authority, regulations known 
as ‘Rules of Practice in the United States Patent 
Office’ have been established by the Commissioner 
by and with the approval of the Secretary of the 
Interior and now govern the declaration of inter¬ 
ferences between pending conflicting applications 
and have the force and effect of law, binding as 
well upon the Commissioner as upon the applicant 
for patents.” 

The acts of the Commissioner complained of here 
and violating his own rules are as set forth in Para¬ 
graphs 6 and 9 of the Petition for Mandamus and are 
in clear violation of Rule 122 set forth at the bottom 
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of page 2 of the Transcript. Specifically,; Rule 122 
provides that certain motions shall be brought if pos¬ 
sible within the time fixed by the Examiner of Interfer¬ 
ences and that the Examiner of Interferences shall 
pass upon the questions involved. Prior to 1927 Rule 
122 left these matters (which do not includp motions 
to shift) to the opinion of the Commissioner but be¬ 
cause of the Act of March 2, 1927, this rule 122 was 
changed by substituting for “the Commissioner” “the 
examiner of interferences.” Not even under super¬ 
visory authority may the Commissioner acf: in 1932 
under a rule repealed in 1927. 

Rule 122 provides as a separate and independent 
paragraph having no relation whatsoever toj the first 
paragraph, the following: | 

I 

“Motions to shift the burden of pro^f should 
be made before and will be determined by the Ex¬ 
aminer of Interferences. No appeal froip the de¬ 
cision on such matters will be entertainecj, but the 
matter may be reviewed on appeal from! J1 
decision upon the question of priority <|)f inven¬ 
tion.” 


The Carroll v. Gubclmann decision held iii definite 
and unmistakable language that the second paragraph 
of Rule 122, above quoted, was entirely independent of 
the first paragraph and that the second paragraph was 
put in that rule merely because it had to go some¬ 
where. The second paragraph relates to motions to 
shift; the first paragraph does not relate to such mo¬ 
tions. The second paragraph definitely and clbarlv re¬ 
quires that motions to shift the burden of proof “will 
be determined”, not by the Commissioner, but by the 
Examiner of Interferences. 



24 


In the present case the motion to shift the burden 
of proof was determined by the Commissioner because 
he reversed the Examiner. The Examiner handed 
down a decision setting the motion brought bv Wilton 
for hearing on the merits. The Commissioner in re¬ 
versing the Examiner, as he had no right to do, deter¬ 
mined the motion and in determining the motion lie 
necessarilv decided prioritv. He not onlv decided 
priority but he made his decision absolutely final and 
non-appealable because there is no appeal from a de¬ 
cision of the Commissioner. Mandamus is consequent- 

lv the onlv remedv. 

» •/ 

The original error of the Commissioner arose when 
Wigton asked the Commissioner to remand the case, 
that is to transfer jurisdiction from the Board to the 
Examiner. The only question presented to the Com¬ 
missioner was—Shall the accompanying motion be 
taken up by the lower tribunal at tliia time or would it 
be best for the motion to reach the lower tribunal in 
the usual course, that is, after the higher tribunal has 
passed upon the totally different questions then before 
it, questions which were raised by Derby and Cunning¬ 
ham and not by Wigton? 

Instead of merely acting on the motion to remand, 
the Commissioner went into the merits of the case and 
held that the motion was not brought on time (in this 
he clearly reversed prior practice approved in the 
Carroll v. Gubelmann decision) and he also held that 
the affidavit which did accompany the motion was in¬ 
sufficient to explain the delay and he ordered the mo¬ 
tion not to be set for hearing. The affidavit was quite 
unnecessary by any rule or practice but was given to 
show that there teas a definite reason for bringing the 
motion at that time instead of earlier. By holding the 
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affidavit insufficient the Commissioner prevented the 
Examiner of Interferences from using the discretion 
required by the first paragraph of Rule 12^ if that 
paragraph of the rule is to affect motions to shift the 
burden of proof which it has been distinctly held is not 
the case. The Commissioner, in addition prevented 
the Examiner of Interferences from obeying the sec¬ 
ond paragraph of Rule 122 which does relate to mo¬ 
tions to shift. 

When the Examiner of Interferences ruled in favor 

of Wigton on a further motion to shift the bJirden of 
° • 1 
proof, by setting it for hearing, Derby and Cunning¬ 
ham petitioned the Commissioner to act under super¬ 
visory authority. In form this was a petitioli but in 
substance and in result it was an appeal fJ*om the 
decision of the Examiner of Interferences on ;l motion 


to shift the burden of proof. The proper sjtep for 
Derby and Cunningham to take would be to brjing this 
matter up 4 4 on appeal from the final decision upon 
the question of priority of invention” because! that is 
the definite statement in paragraph two of Rule 122 
which also states 4 4 No appeal from a decision bn such 
motions (to shift) will be entertained”. 

The intention of this paragraph is to insure orderly 
procedure. Under normal conditions the Examiner 
will rule on a motion to shift the burden of pr^of and 
then the question will be reviewed by the Board of 
Appeals and finally by the Court of Customs ahd Pat¬ 
ent Appeals. The rule prevents an interlocutory ap¬ 
peal to the reviewing board and should not ^)e con¬ 
strued to mean that while an appeal cannot be tjiken to 
the proper tribunal, an appeal in the form of a Petition 
can be taken to a single one of the three members of 
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that tribunal, the Board of Appeals, even though that 
member be the Commissioner of Patents. 

The proper procedure is shown in Lipschutz v. 
Floyd, 130 0. G. 2718; 1907 C. D., 319. Lipschutz filed 
simultaneously an appeal and a petition both seeking 
to reverse a decision of the Examiner of Interfer¬ 
ences under Rule 122. The Commissioner dismissed 
the appeal because it was contrary to the rule and dis¬ 
missed the petition saying “As to the petition, it is 
well settled that the supervisory authoritv of the Com- 
missioner will be exercised only in exceptional cases 
and then only to correct some palpable error in the 
decision of the Examiner which is clear and evident 
on its face. No such case exists here. The questions 
which applicant seeks to have reviewed were consid¬ 
ered by the Examiner in his decision. Applicant un¬ 
der the guise of a petition merely seeks to have the 
same points reviewed that lie attempts to have re¬ 
viewed on appeal.” 

As was to be expected, the action of the Commis¬ 
sioner in deciding whether or not the motion was in 
proper form, in determining the original motion to 
shift the burden of proof and in entertaining an ap¬ 
peal from the decision of the Examiner of Interfer¬ 
ences on the later motion to shift precluded the Board 
of Appeals from reviewing the case. The Board even 
went so far as to confirm definitely (Transcript, page 
26) the statement made in Paragraph 10 of the peti¬ 
tion for mandamus which urged that “The Board of 
Appeals may not and will not review the decision of 
the Commissioner when colorably acting under his 
supervisory authority, nor decide whether or not the 
Commissioner had power under supervisory authority 
to change existing practice.” 
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It is perfectly true that the Board was latet forced 
to vacate this dismissal of the appeal under A threat 
of petition for a further writ of mandamus in support 
of the jurisdiction of this Court but the fact remains 
that the motion of Derby and Cunningham to dismiss 
the appeal without hearing is still pending before the 
Board of Appeals and it is equally clear that the Board 
cannot and will not reverse the Commissioner ljio mat¬ 
ter how elearlv wrong the Commissioner mav I be, be- 
cause it has no power by law to do so, for the jrcason 
that no review is given since the Commissioner jlnis no 
right to act. The Board of Appeals can and will go 
into the question of priority on the merits if tlije deci¬ 
sions of the Commissioner be stricken from the iilc but 
the writer has been unofficiallv informed bv members 
of the Board that it cannot and will not consider the 
merits of this case until the record has tliu^j been 
cleared. There never was a clearer case for the issu¬ 
ance of the writ of mandamus. j 

It is believed that the decision of this Coijrt, in 
United States ex rcl. Newcomb Motor v. Moofe, 30 
App. D. C., 464, wiil show that the judgment of the 
court below should be reversed and the cause remanded 
with directions to issue the writ as prayed, ijn the 
Newcomb case the interference was dissolved o^i the 
ground that Lemp had no right to make the claims. 
Lemp later withdrew his appeal to the Examiners-in- 
chief and proceeded ex parte before the Primary Ex¬ 
aminer. This officer stood by his former holding as 
to patentability in spite of further affidavits. On ex 
parte appeal to the Examiners-in-chief the Primary 
Examiner was reversed whereupon the Examiner of 
Interferences reinstated the former interference. 
Newcomb moved to dissolve on the ground that the 
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subject matter was res ad judicata. On appeal, the 
Commissioner, while reversing the decision reinstat¬ 
ing the interference, ordered that the Primary Exam¬ 
iner’s decision be considered in full force until over¬ 
ruled in inter partes appeal, and set a date for recon¬ 
sideration of the rejection inter partes. Newcomb filed 
petition for mandamus alleging that the abandonment 
of the appeal from the decision of the Primary Exam¬ 
iner made the issue res ad judicata, “and that by the 
refusal of the Commissioner to vacate all other pro¬ 
ceedings connected with and leading to a redeclaration 
of the interferences * * * petitioner had been deprived 
of the legal rights vested in him bv the laws relating 
to the granting of patents and will be without redress 
unless the writ of mandamus prayed for be granted.” 
Tliis court hold: 

“It is no answer to the petition of appellant 
that the I Commissioner deemed himself possessed 
of the authority he exercised, if no discretion in 
the premises was committed to him and he was in 
fact acting bevond his authoritv and without war- 
rant of law.” 

The decision Seymour v. Brodie, 10 App. D. C., 567, 
which has been relied upon by the Commissioner in 
tiie case at bar in the court below, was held not to be 
in point because in Seymour v. Brodie the petitioner 

“had suffered no legal injury whatever and be¬ 
cause he remained ‘in full possession of all his 
legal rights to the same extent as before he was 
summoned to defend those rights.’ ” 

“In the present case a second attack not author¬ 
ized by law has been instituted against appellant’s 
patent, and necessarily has impaired that patent. 


I 

There being* no other adequate and speedy rem¬ 
edy, we think appellant entitled to th£ relief 
sought. ’ ’ 

i 

i 

In the ease here at bar, appellant’s patents are neces¬ 
sarily impaired by the award of priority to De|*by and 
Cunningham but no appeal whatsoever can bb taken 
from that award of priority because the avfard of 
priority was made against the judgment of thejproper 
tribunal, under compelling instructions of the Com¬ 
missioner who ceased to be a tribunal of the Patent 
Office, as far as patent interference matters ajre con¬ 
cerned, upon the passage of the Act of March i, 1927. 
There is surely “No other adequate and speedy rem¬ 
edy” as Wigton is a patentee. Moore v. U. S. jex rel. 
Lindmark, 33 App. D. C. 597. | 


CONCLUSION. 

It has been shown that the Commissioner of P 
has acted beyond his authority in three inst 


each contrary to law: first, he passed upon the suffi 


atents 

ances, 


y en- 
d, the 


ciency of an affidavit which duty is specifical 
trusted to the Examiner of Interferences; sccon\ 
Commissioner arbitrarily reversed existing practice 
in effect for almost thirty years, definitely and specifi¬ 
cally approved in a decision of the Commissioner in 
1923, the practice being that a motion to shift the bur¬ 
den of proof is proper at any time up to the tak¬ 
ing of testimony, requiring no affidavit showing why 
it was not earlier submitted if filed before judgment 
on the record; and third, the Commissioner in defiance 
of Rule 122 accepted an appeal from a judicial decision 
of the Examiner of Interferences and in this appeal, 
which was filed under guise of a petition for exercise 
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of supervisory authority, reversed the Examiner of 
Interferences and thereby precluded applicant from 
exercising his statutory right of appeal from the 
award of priority. No appeal is given from a de¬ 
cision of the Commissioner of Patents, his supervisory 
authority in patent interference matters having been 
taken a wav bv the Act of March 2, 1927. 

It is respectfully urged therefore that this Court 
should reverse the decision below and order the issu¬ 
ance of the writ as prayed for. 

Respectfully submitted, 


II. II. S NELLIXG, 

Counsel for Petitioner-Appellant. 


September, 1933. 
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In the Court of Appeals of the Distri 

Columbia 


ct of 


October Term, 1933 


No. 5995 


George H. Wigton, appellant 

v. 

Conway P. Coe, Commissioner of Patents op the 

United States, appellee 


APPEAL FRO)/ THE SUPREME COURT OF THE DISTRI 

COLUMBIA 


CT OF 


BRIEF FOR THE COMMISSIONER OF PATENTS 


Appellant seeks in this mandamus proceedings 
to have certain orders cancelled and have a belated 
motion filed March 15, 1932 (R. 27), including a 
motion to shift, set for hearing. J 

The facts brieflv stated are as follows: 

Upon the opening of the preliminary statements, 
appellant Wigton was given an Order to Sihow 
Cause why judgment should not be rendered against 
him under Rule 114. The Rule states “ not | less 
than thirty days.” Wigton was given 45 da\js to 
show cause. Within these 45 days Wigton file<jl no 

1GC13—33-1 (1) 
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showing. His opponent, Derby and Cunningham, 
made a motion under Rule 109 to add additional 
counts, which motion was set, heard, and denied 
by the Examiner of Interferences. Appeal from 
that decision was taken to the Board of Appeals. 
This appeal was argued before the Board of Ap¬ 
peals on January 19, 1932. On January 23, 1932, 
Wigton made a motion to remand the case to the 
Examiner of Interferences to consider a motion to 
dissolve. This was more than six months after his 
time to show cause had expired and long after the 
motion period had expired. The motion to remand 
was denied. Meanwhile, the Board of Appeals af¬ 
firmed the decision of the Examiner of Interfer¬ 
ences denying Derby & Cunningham’s motion to 
add additional claims under Rule 109. 

On March 15,1932, Wigton filed a belated paper, 
No. 29, entitled: “Response to Order to Show 
Cause” issued against him on May 21, 1931. In 
view of the delay of more than 8 months after the 
expiration of the time set for showing cause, the 
Examiner of Interferences refused to set the mo¬ 
tion for hearing and rendered judgment against 
Wigton. Wigton made a motion for reconsidera¬ 
tion and in response thereto the Examiner of In¬ 
terferences vacated the judgment and set the be¬ 
lated motion for hearing. Derby et al. objected 
and petitioned to the Commissioner for relief. The 
petition was granted and the Examiner of Inter¬ 
ferences reinstated the judgment. 
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The decision in Carroll v. Gubelmann quoted by 
appellant (R. 14) does not support aappellant’s 
contention in the instant case. The facts in the 

I 

Carroll-Gitbelman case are stated in the Second 

paragraph (R. 14) of the decision as follows: 

. 

On February 2,1920, the junior party was 
put under an order to show cause why judg¬ 
ment on the record should not be rendered 
against him. By stipulation the tinjie for 
response to this order was successively ex¬ 
tended and finally expired on December 2, 
1920. Prior to the expiration of the I time, 
the junior party brought a motion to dissolve. 
On January 24, 1921, the junior party 
brought the first of his motions to shift the 
burden of proof. The hearing on his mjotion 
to shift was deferred until after final deter¬ 
mination of his motion to dissolve. iThis 
latter motion has recently been decided by 
the Law Examiner. On April 2, 1923, the 
junior party filed his supplemental motion 
to shift the burden of proof. Both motions 
to shift were on April 9,1923, set for hearing 
on Mav 14, 1923. j 

As appears from this quotation Carroll’s motion 
to dissolve w T as brought within his order to sjliow 
cause period as extended, and the motion to shift 
was filed while the motion to dissolve was pending. 
Under the then existing Rules motions to disslolve 
were heard bv the Law Examiner and motions to 
shift were heard bv the Examiner of Interfer- 
ences. For that reason the motion to dissolve was 
first disposed of before the interference wasj re- 
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turned to the Examiner of Interferences to hear 
the motion to shift. Under the present rules 
amended subsequent to the changes in the statutes 
in 1927, all motions, such as motions to dissolve and 
motions to shift, are heard by the Examiner of In¬ 
terferences and are heard together—not piecemeal. 
It is thus apparent that the Carroll-Gubelman 
decision forms no precedent for the instant case, 
where Wigton filed no motion to dissolve or motion 
to shift within the motion period or even within 
the period in which he was under order to show 
cause, during which period Derby and Cunning¬ 
ham, the applicants, diligently prosecuted their 
motion to add counts under Kule 109. 

Inasmuch as counsel for Wigton attacks the de¬ 
cision of the First Assistant Commissioner and as 
profert of that decision was made in paragraph 11 
of the Answer (R. 8) that decision is printed as an 
appendix in this brief, so there may be no dispute 
what the ruling of that decision was. It clearly 
made no ruling on the merits of the case and is 
based wholly upon the delay of Wigton. The deci¬ 
sion fully reviews the proceedings. 

COMMENTS ON APPELLANT'S BRIEE 

On page 2 counsel for Wigton misconstrues Rule 
122 in regard to “No appeal from the decision'’. 
There never was a hearing on Wigton’s alleged 
motion to shift much less a decision. How then 
could there have been an appeal to the Commis¬ 
sioner as counsel states ? 
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On page 3, Wigton states that he was nqver in 
default. The record discloses that he was [under 
an order to show cause set to expire July 7, 1931. 
This time was not extended and no request was 
made for extension. If a motion intended fo be a 
response thereto filed more than 8 months after the 
expiration of the time is not a default, then the 
Rules mean nothing. The Examiner of Interfer¬ 
ences, acting under Rule 114, rendered judgment 
against Wigton in the language of the Rule, not 
promptly after the 45 days set, but more than 8 
months thereafter. 

As to pages 6 to 13 of the brief, the “Full State¬ 
ment of the Case” should by no means be regarded 

as stipulated. A number of them are objectionable. 

1 

Paragraph (1) mentions ml fid ores and para¬ 
graph (2) mentions oxidized ores. Neither the 
specification nor the interference claims are ip the 
record. However, it is proper to explain th^t the 
counts are broad enough to cover both of the men¬ 
tioned ores. (4) and (5) The criticism herein 
could have been decided by a timely motion tcj dis¬ 
solve. (8), (10), (11) contain comments not of 
record that are usually not regarded as belonging 
to a “statement of the ease.” (9) relates to a mo¬ 
tion to amend under Rule 109. (12) A motion filed 
after the expiration of the motion period and hfter 
his opponent had prosecuted a motion under Rule 
109 before the Examiner of Interferences amj. be¬ 
fore the Board of Appeals could not well be isaid 
to have been filed promptly. (15) The countjs do 
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not relate to “free oxidized minerals.” (18) Ap¬ 
pellant misses the point. The time limit of the Rule 
122 is not appellant’s only neglect, but it is the time 
set for his order to show cause that appellant has 
also ignored. (19), (20) are misleading. No deci¬ 
sion was rendered on the merits of a motion to shift. 
Hence, there could be no appeal. The petition was 
on the question of procedure. Derby & Cunning¬ 
ham petitioned from the action of the Examiner of 
Interferences in reopening the interference after 
judgment had been rendered against Wigton. 

As to page 15 of appellant’s brief, it should be 
noted that the judicial decision referred to is the 
decision of the Examiner of Interferences who after 
having rendered a linal judgment against Wigton, 
decided upon reconsideration to reopen the inter¬ 
ference and entertain a belated motion filed by 
Wigton. This was a question of procedure in the 
Patent Office and under all the rules and decisions 
is reviewable by the Commissioner upon petition. 
The Commissioner ruled against reopening the 
interference. 

The Act of 1927 did not in any way take away 
the right of the Commissioner to review questions 
of procedure in the Patent Office. Even before the 
Act of 1927 the Commissioner of Patents func¬ 
tioned in a supervisory or administrative capacity 
and also judicially on questions of merits that came 
to him by appeals requiring appeal fees. The fact 
that these appeals to the Commissioner have been 
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consolidated with appeals to the Board of Appeals 
(making one appeal instead of two) has in n<^ man¬ 
ner affected the Commissioner’s supervisory or ad¬ 
ministrative authority to review questions of pro¬ 
cedure in the Patent Office. This is the authority 
he exercised in refusing to permit the reopening 
after default by Wigton and after the Examiner 
of Interferences had rendered a judgment. 

The petition for writ of mandamus when di¬ 
vested of all matters that becloud the issue [raises 
the question of the validity of Rule 114, aijd the 
right of the Commissioner of Patents, upon peti¬ 
tion by an aggrieved party, to overrule the Action 
of the Examiner of Interferences in reopenijig an 
interference after judgment had been entered. 
That the order to show cause was properly issued, 
and that it was applicable to Wigton, has not been 
questioned by anyone. That Wigton made no show¬ 
ing within the 45 days set is admitted—or | even 
within many months thereafter. How, then, can 
the tribunals of the Patent Office be criticized for ; 
entering judgment in accordance with Rule 114? 
Wigton was notified after the opening of his pre¬ 
liminary statement that judgment would be entered 
unless cause be shown within the time set whvlsuch 

* i 

action should not be taken. 

That the Commissioner has the right to exercise 
his supervisory authority in a procedural matter as 
was done in this case is supported by numerous 
decisions. I 
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In Riverside Oil Company v. Hitchcock, 190 U.S. 
316, 324, the Supreme Court said: 

Whether he decided right or wrong, is not 
the question. Having jurisdiction to decide 
at all, he had necessarily jurisdiction, and it 
was his duty to decide as he thought the law 
was, and the courts have no power whatever 
under those circumstances to review his de¬ 
termination by mandamus or injunction. 
***** 

Mandamus has never been regarded as the 
proper writ to control the judgment and dis¬ 
cretion of an officer as to the decision of a 
matter which the law gave him the power 
and imposed upon him the duty to decide 
for himself. The writ never can be used as 
a substitute for a writ of error. 

In Seymour, Commissioner of Patents, v. U.S . 
Ex rel Brodie, 10 App.D.C. 567,1897 C.D. 372, the 
Commissioner of Patents under his supervisory 
authoritv refused to reinstate an interference that 
had been terminated by a motion to dissolve. This 
Court sustained that action of Commissioner Sey¬ 
mour in a mandamus proceeding (R. 37). 

In Richards v. Meissner, 24 App.D.C. 305; 114 
O.G. 1831 (1905), Richards requested that the case 
be remanded to the Patent Office. This Court in 
denying the request said: 

* * * Repeated and persistent efforts 
were made in the Patent Office, while the 
case was pending there, not before the testi¬ 
mony was taken, but after his testimonv-in- 




chief had been concluded on behalf of 
Richards, for leave to him to amend his pre¬ 
liminary statement; but the motioh was 
always denied. In the denial we do npt see 
that there was any abuse of the discretion 
vested in the Commissioner; and we fiiid no 
ground for the review of that discretion. 

The question of reopening an interference ^eing 
a matter of discretion is clearly not reviewakjle by 
mandamus. 

In conclusion it is submitted that Rule 114*, and 
the authorities mentioned in this brief support the 
action taken in the interference involved herein. 

It is further submitted that the decision o^ the 
Court below is correct and should be affirmed 
Respectfully submitted, 

T. A. Hostetler, 
Solicitor for the Patent Office. 

October 18,1933. i 


APPENDIX 


Wigton v . Derby and Cunningham 
Patent Interference No. 61414 


Petition has been filed bv Derby and Cunning- 
ham asking that the Commissioner, in the exercise 
of his supervisory authority, set aside the order of 
the examiner of interferences of April 2, 1932, set¬ 
ting for hearing the question of the introduction of 
new matter in the parent application of Derby and 
Cunningham. 

A brief resume of the proceedings is necessary 
in order to clearly state the question involved. The 
interference was declared on April 3, 1931. The 
primary examiner in the declaration stated that 
Derby and Cunningham, whose application No. 
518019, directly involved in the interference, was 
filed February 24, 1931, are entitled to the filing 
date of their application No. 96061, filed March 19, 
1926, as to the matter involved in all the counts. 
The preliminary statement filed by Wigton alleging 
no date of invention prior to the date of the earlier 
application of the other party, an order was issued 
May 21, 1931, giving Wigton forty-five days from 
that date within which to show cause why judg¬ 
ment of priority should not be rendered against 
him upon the record. Within that period no re¬ 
sponse to the order was made by Wigton. 

( 10 ) 
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On June 30, 1931, a motion was filed Derby 
and Cunningham to amend the issue by including 
other claims of the Wigton patents involved in the 
interference. This motion was subsequently de¬ 
nied, appeal was taken to the Board of Appeals, 
and, on March 5,1932, the decision of the examiner 
of interferences was affirmed. I 

As above stated, the party Wigton had in no way 
answered the order to show cause. He neither 
moved to dissolve the interference because the ap¬ 
plication directly involved therein did not enclose 
the invention, nor moved to shift the burden of 
proof because the invention was not disclose4 in the 
earlier Derby and Cunningham application. ! After 
the hearing before the Board of Appeals ljiad on 
January 19, 1932, Wigton filed a paper entitled 
“Statement in Answer to Order to Show Cause” 
and a motion to remand the case to the examiner of 
interferences. In that paper Wigton moveji that 
the interference be dissolved or that priority be 
awarded to him in spite of his date of conception 
being later than Derby and Cunningham’s filing 
date. It was further stated that, while he could 
make all the claims, it was not possible for Perby 
and Cunningham to make any of the claims, that 
they were limited to the disclosure of the earlier 
case and it was impossible by the process disclosed 
therein to float any portion of the oxide ore. Fur¬ 
ther reference was made to the alleged lack of dis¬ 
closure in the earlier application and it was afgued 
that the interference be dissolved or priority 
awarded to Wigton on the ground that Derby and 
Cunningham are not entitled to make any one of 
the seven counts of the interference, all of which 
are broader than their invention. Wigton’s| mo- 
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tion to remand was denied on February 13, 1932, 

on the ground that it was not brought within the 

time fixed by the examiner of interferences in 

* 

answer to the order to show cause and that no satis¬ 
factory excuse had been given for the failure to 
bring the motion within that time. 

In the decision denying the motion it was stated 
that it was not apparent whether Wigton was urg¬ 
ing that, if the counts are not supported by the 
earlier application of Derby and Cunningham, they 
were not supported by the later application or 
merely argued that, if they were not supported by 
the earlier application, Wigton 7 s owm patents in¬ 
volved in the interference were a bar to the grant 
of a patent to Derby and Cunningham. It was 

also stated that it w’as not necessarv to determine 

* 

just what Wigton was urging since, in any event, 
he was not entitled to raise either question because 
of his laches. A petition to rehear that motion was 
denied. 

After the decision of the Board of Appeals, 
Wigton filed, on March 15, 1932, a paper entitled 
“Response to Order to Show’ Cause’ 7 in w’hicli it 
was asked that the order of May 21, 1931, be 
vacated, that the burden of proof be shifted to 
Derby and Cunningham and that the time be set for 
taking testimony to show’ the inoperativeness of the 
original Derby and Cunningham application, No. 
96061. The examiner of interferences, on March 
19, 1932, dismissed the motion on the ground that 
it was not filed within the proper time and that, 
under the decision of the Commissioner of Febru¬ 
ary 13, 1932, Wigton was precluded from raising 
any of the questions. 
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Wigton then moved for reconsideration of that 
order and, in the decision of April 2, 1^32, the 
examiner of interferences modified the ordejr to the 
extent that Wigton would be allowed to argpe, as a 
basis for a motion to shift the burden ofl proof, 
the question whether new matter had beep intro¬ 
duced into the earlier Derby and Cunningham ap¬ 
plication and that without such new matter the 
claims in issue would not read on that application. 

The present petition asks to have this latter 
order vacated and the award of priority rendered 
in the decision of March 19, 1932, reinstated!. 

In opposition to the present petition it is argued 
that a party has a right at any time to attack the 
sufficiency of the disclosure which is useq as a 
basis for a judgment against him and therefore, 
notwithstanding no response was made to the 1 , order 
to show cause within the time set and the Com¬ 
missioner had refused to remand the case \o the 
examiner of interferences for the purpose \>f de¬ 
termining whether the interference should be 
dissolved on the ground of lack of disclosure in 
either or both of the Derby and Cunningham Appli¬ 
cations, Wigton is still entitled to have a hearing 
and a decision on that question now presented 
under a motion to shift the burden of proof. It is 
further argued that it has been consistently held 
that a motion to shift the burden of proof may be 
raised at any time prior to the final hearing. 

The granting of a motion to shift the burden of 
proof ordinarily means merely the changing olf the 
order in which the parties must take their testi¬ 
mony, although such a decision may sometimes re¬ 
sult, where brought by a junior party under order 
to show cause, in a vacation of such an order and 
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sometimes in the issuance of an order to show 
cause where the junior party moves to shift the bur¬ 
den of proof in view of an earlier application. 

A motion to shift the burden of proof, ever since 
the decision in Raulet and Nicolson v. Adams, 114 
O.G. 1827, has been heard by the examiner of in¬ 
terferences, whereas motions to amend and dis¬ 
solve were heard until June 1930 by the primary 

examiner or later bv the law examiner. Under 

%/ 

those circumstances it was usually necessary, if a 
motion to amend or a motion to dissolve had been 
filed, to determine such motion before the motion 
to shift could be considered. At the present time 

all motions in interferences are considered bv the 

%/ 

examiner of interferences and there is therefore no 
reason seen why the bringing of a motion to shift 
should be postponed. 

It is further argued that a party always has a 
right to attack the sufficiency of the evidence upon 
which a judgment is to be rendered. The latter 
statement is deemed to be entirelv too broad. 
Under Rule 130 and under the decisions of this 
Office and the Court of Appeals with reference 
thereto, see for example, BroadtveU v. Long, 164 
O.G. 252, 36 App.D.C. 418, and Isom v. Dubbs, 370 
O.G. 760, 58 Ajjp.D.C. 25, a party who does not 
seasonably bring a motion to dissolve on the ground 
of the lack of right of his opponent to make the 
claims may not be permitted thereafter to raise that 
question in the absence of a good and sufficient 
showing why such a motion was not presented. 
Such holdings have not been limited to cases where 
testimony can be taken and would be equally ap¬ 
plicable if a junior party were under an order to 
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show cause because he alleged no date of invention 
prior to the filing date of the senior party. j 
If Wigton’s motion to remand had been granted 
and the examiner of interferences had held that the 
earlier application of Derby and Cunningham does 
not disclose the invention in issue but that tl|e lat¬ 
ter application does, it would necessarily ha^e re¬ 
sulted in a denial of the motion to dissolve the in¬ 
terference but a vacation of the order to show j;ause. 
No reason is seen why a party may not as well be 
held to have lost his right to attack the other party’s 
earlier application to which the primary examiner 
has held that party is entitled as an effective filing 
date of an application for the invention in issue, as 
to have lost the right to attack the application di- 
rectlv involved in the interference. | 

To deny his right when presented under the jguise 
of a motion to dissolve and to allow him to rai^e the 
same question under the guise of a motion to shift 
the burden of proof would, it is thought, be incon¬ 
sistent and allow a party who had lost the right to 
present a question under one form to present the 
identical question under another. Nor is there! seen 
to be anv valid reason for refusing to allow t\ T ig- 
ton to urge a point which he had urged in his so- 
called motion to dissolve and yet allowing hi^i to 
argue the question of new matter which could 
equally as well have been raised at that time 1 , and 
which unquestionably could have been raised in op¬ 
position to the order to show cause. 

In the decision on the motion to remand it was 
held that the showing in excuse of the delajf in 
bringing the motion was clearly insufficient to 
justify its consideration since it was incumbent 
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upon the attorney to consult the inventor and noth¬ 
ing had been alleged in the affidavit which would 
excuse the failure to do so. It must be held there¬ 
fore that by his own laches the party Wigton has 
lost his right to urge before this Office either that 
the Derby and Cunningham application directly in¬ 
volved in the interference will not support the 
issue or that the earlier Derbv and Cunningham 
application will not support it. Of course, in view 
of the decision on the motion to remand it would 
not be proper to set times for Wigton to take testi¬ 
mony attacking the operativeness of the process 
disclosed in the earlier Derby and Cunningham ap¬ 
plication if it were not proper to set times for 
taking testimony on the ordinary question of 
priority. 

It is thought therefore that the examiner of in¬ 
terferences should not have modified his decision of 
March 19.1932. His decision of April 2,1932, set¬ 
ting a hearing on the motion entitled “Response to 
Order to Show Cause'’ which, in effect, is a motion 
to shift the burden of proof, is vacated. 

The examiner of interferences should proceed 
further in accordance with this decision. 

The petition is granted. 

Wm. A. Kinnax, 

i First Assistant Commissioner . 

Afril 19, 1932. 
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In the Commissioner’s brief, pages 1 and 2, the 
Wigton motion to shift the burden of proof, filed 
March 15,1932, is referred to as “belated” in spite of 
the fact that it was presented in strict accordance 
with then existing practice governing such motions. 
Had it been presented after judgment, it would hpve 
been belated but even so' would have been admissible 
for the rule urged by the Commissioner definitely pro¬ 
vides: ‘ 4 Motions brought after judgment on the Rec¬ 
ord has been rendered will not be entertained unless 
sufficient reasons appear for the delay.” (Rule 114, 
italics added). In this case such reasons do ap¬ 
pear and were given with the motion to dissolve. The 
Wigton motion to shift was brought before judgment, 
was therefore on time, and consequently required no 
verified showing of reasons why it was not earlier 
presented. The Examiner of Interferences has so 
ruled. Judgment on the record is awarded “ unless 
cause be shown why such action should not be takefi”, 
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but in this case cause was shown and the Examiner of 
Interferences so held. 

On page 2 of the Commissioner’s brief it is stated 
“In view of the delay of more than eight months * the 
Examiner of Interferences refused to set the motion 
for hearing.” This is contrary to the facts for the 
Examiner of Interferences distinctly stated he ruled 
because of the action of the Commissioner. It was 
not his judgment but that of the Commissioner who 
had acted in violation of Rule 122. The Examiner of 
Interferences properly held that the rule regarding 
delay does not apply to motions to shift. 

Page 3. The Carroll vs. Gubelmann decision is on 
all fours with the present case. In both cases the period 
had expired. In both cases another motion was pend¬ 
ing when the motion to shift was filed. In both cases 
the junior party filed long after the expiration of the 
rule to show cause period but during the motion 
period, which ends with the taking of testimony or 
with entry of judgment when no testimony is taken. 

Page 4, first full sentence. The Solicitor is in error 
here as to the practice, for a motion to dissolve an in¬ 
terference is considered prior to a motion to shift the 
burden of proof because if the interference is dis¬ 
solved there is no reason to consider the other motion. 
The Carroll vs. Gubelmann decision states this to be 
proper practice and even in the case at bar the Patent 
Office so holds: “Ordinarily motions to shift may be 
heard and determined after decision on motions to 
dissolve but before the taking of testimony.” Record 
page 13, italics added. 

Page 4, Comments. The Solicitor urges that there 
was no decision by the Examiner of Interferences but 
later in his brief he quotes the Commissioner (line 19, 
page 16) as saying, “His decision of April 2,1932 • is 


vacated/ ’ Certainly the Commissioner considered it 
a decision and he surely accepted an appeal from that 
decision. 

Page 5, 1st paragraph. Rule 114 provides foi- the 
filing of a motion without excuse for the delay i^ the 
motion is filed prior to judgment and with excuse if 
filed after judgment. The Rule states “ Motions 
brought after judgment on the record has been ren¬ 
dered will not be entertained unless sufficient reasons 
appear for the delay”, yet the Patent Office seel^s to 
hold that a motion is in default and should not be [con¬ 
sidered, even when supported by affidavits shoeing 
ample reason for the delay, when filed prior to judg¬ 
ment. I 


As to motions to shift, the time limit of Rule 114 is 
a limit not against the junior party but against! the 
Examiner who is forbidden to enter judgment j^rior 
to the time set. The junior party ‘‘may” file motion 
within the time set and must act prior to the award 
unless he can show sufficient reasons for the delay. In 
the case at bar the junior party (Wigton) acted be¬ 
fore judgment and the last paragraph of Rule 122 


governs. 

Page 5, 2nd paragraph. The “Full Statement of the 
Case” in appellant’s brief was not originally a iart 
thereof but was added at the suggestion of the Solici¬ 
tor and was presented to him in typewritten form two 
or three weeks before it was printed. No objection 
having been made during that period, it was supposed 
to be satisfactory and was therefore printed as Sub¬ 
mitted. The last sentence of (10) and the first sen¬ 
tence of (11) would ordinarily be objectionable but 
were added merely for clarity and have no influence 
whatsoever on the questions involved. These two sen¬ 
tences, with any others objected to, would gladly t^ave 
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been deleted on the slightest suggestion from the So¬ 
licitor, who is the fairest adversary a lawyer could 
ever hope to have. (1) and (2) are believed to be 
proper as it is thought the interference counts can not 
be stretched to include any but oxidized ores. 

As to (4) and (5) page 5, the Solicitor has followed 
both Wigton and the Commissioner in this error. A 
motion to dissolve can NEVER reach a parent case 
not in the interference. The only possible motion to 
reach this parent case is a motion to shift the burden 
of proof and this motion was brought by Wigton with¬ 
in the appointed time. The word 4 ‘promptly’’ used by 
appellant in (12) referred to (11). Wigton first 
learned that the parent application was not a proper 
anticipation on January 20, 1932, and filed his motion 
on January 23, 1932, only three days later, which was 
44 promptly.” As to (15) since these counts are claims 
of Wigton’s patents, they must by law be construed 
in accordance with the teachings of those patents and 
consequently relate to oxidized minerals. 

Page 6, (18). If applicant is not bound by the time 
limit of Rule 122 he certainly is not bound by Rule 
114 for the former rule alone relates to motions to shift 
which are 44 to be determined by” not the Commis¬ 
sioner but by “the examiner of interferences.” 

(19) and (20) are absolutely correct. The Commis¬ 
sioner did overrule a judgment of the Examiner of 
Interferences who had decided judicially a matter 
which by law required his discretion. The Commis¬ 
sioner himself referred to this as the 44 decision” of 
the Examiner of Interferences. It was not a matter 
of procedure; it was a violation of the Rules of Prac¬ 
tice, a reversal of a judicial decision handed down by 
the only Qfficial of the Patent Office authorized to de¬ 
cide. There are appeals provided but not to the Com- 
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missioner. The Commissioner has taken away the 
statutory right of appeal. 

The Commissioner did not and could not rulle on 
reopening the interference for the interference was 
open and a motion was pending. He ruled th^t the 
interference should be closed against proof whicjh the 
Examiner had said should be considered. The ^.ct of 
1927 does take away the right of the Commissioner to 
review questions that directly or indirectly determine 
priority whether he acts under the guise of “proced¬ 
ure” or of “supervisory authority.” Before 1927 the 
Commissioner could insert his judgment in an inter¬ 
ference so as to affect priority. With the consolidation 
of the appeals referred to at the bottom of pa£e 6, 
this right ceased absolutely. The Board of Appeals 
alone can reverse a judicial decision of the Exanjuner 
of Interferences, and the latter alone can decid^ the 
sufficiency of an interference motion affidavit. 

Page 7. Rule 114 is not a factor in this case. ^Vig- 
ton certainly acted in strictest accordance with | this 
rule. The Patent Office could readily have acted in ac¬ 
cordance with both rules but did not. Sufficient 
son was shown but the Commissioner violated 
122 when he passed on the affidavit, following the old 
law and not the law then in effect. In acting as he 
he ignored the Act of March 2, 1927, and the 
in his own rules made because of that Act. The 
ity of Rule 114 has never been challenged by 
and the first full paragraph of page 32 of the 
answers this charge. Since 1927 the Commissi 
may not overrule the action of the Examiner of 
ferences in a matter requiring the discretion of 
latter. 

The Solicitor asks on page 7 “How, then, can the 
tribunals of the Patent Office be criticized for enter- 
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ing judgment in accordance with Rule 114 f ” The an¬ 
swer is the entry of judgment should be in accordance 
with all the rules; Rule 122 as well as Rule 114. It 
was perfectly possible for the tribunals of the Patent 
Office to act in strict accordance with Rule 122 as w'ell 
as Rule 114 but this was not done because of the acts 
of the Commissioner here complained of. There is no 
conflict between these rules. 

The motion to dissolve of January 23,1932, had with 
it an affidavit showing why it was not earlier presented. 
A late motion to dissolve requires a showing of suffici¬ 
ent reasons for the delay in presenting it. (Rule 114). 
The motion to shift of March 15, 1932, had no such 
showing as none was required. The Commissioner 
has had no jurisdiction since 1927 which would permit 
him to change the practice in this regard and require 
a verified showing with a motion to shift nor to pass 
upon the verified showing with a motion to dissolve. 
The motions are entirely separate and distinct and 
are governed by different rules. Rule 122, last para¬ 
graph, alone governs motions to shift. 

Page 8. The Riverside Oil decision is clearly not 
in point for there Secretary Hitchcock had jurisdic¬ 
tion to decide. Here Commissioner Kinnan did not 
have jurisdiction to decide. He neither had the right 
to determine the sufficiency of any affidavits which 
might be required by either Rule 114 or Rule 122 nor 
the right to reverse the judicial decision of the Ex¬ 
aminer when Rule 122 specifically forbids the appeal. 
Mandamus consequently does lie as shown by the de¬ 
cisions cited in appellant’s brief. The other two de¬ 
cisions cited on page 8 were long prior to 1927 and 
merely prove the allegations in the lower half of page 
4 of appellant’s brief. 

Page 9. The questions here involved do not even 
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remotely concern the reopening of an interference. 
What Derby and Cunningham asked (in violation of 
Rule 122) was that the Commissioner should nion-ap- 
pealably shut the door forever against testimony 
which would decide the case on the merits, which testi¬ 
mony the Examiner of Interferences considered proper 
as he set the motion to shift for hearing. While in no 
way concerned here, it is most seriously doubted that 
the Commissioner has any right (since 1927) t<j> take 
any action whatever in connection with the reopening 
of an interference for that question should be review- 
able on appeal to the Court of Customs and Patent 
Appeals. Rule 122 was amended in 1927 to take away 
the right of the Commissioner to determine the suffici¬ 
ency of an affidavit with a late motion. The Coimnis- 
sioner by failing to deny this charge in his brief, (tacit¬ 
ly admits he exceeded his authority in this regard. 

The Commissioner violated the provisions of Rule 
122 ‘ 4 binding as well upon the Commissioner as ^ipon 
the applicant for patent” and these three violations of 
this rule are not excused by the mere fact that hisj acts 
did not also violate Rule 114. Even when he had juris¬ 
diction, the Commissioner did not have right t<j) re¬ 
peal, modify or suspend the Rules of Practice td the 
injury of an applicant. In the case at bar the acis of 
the Commissioner were outside of his jurisdiction as 
well as directly contrary to the Rules of Practice and 
it consequently seems clear this Court should g|rant 
the relief prayed for. 

Respectfully submitted, 

I 

H. H. SPELLING, 

Attorney for Wigton. 


October 30,1933. 


